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 The Japanese Trademark Law of  1959 as a mended in 1996 

adopted a three-dimensional  t rademark reg is t rat ion system which 

became ef fect ive as f rom Apr i l  1 ,  1997.  The Tokyo High Cour t  

rendered a decis ion on December 21,  2000 denying the 

d is t inct iveness and acquired d is t inct iveness of  a three -dimens ional  

t rademark  for  which an appl icat ion had been f i led  [Tokyo High Cour t  

Case No.  Heisei  11 (Gyo -ke) 4061] .   I t  appears that  the p laint i f f  f i led 

wi th the Supreme Cour t  a f ina l  appeal  and a pet i t ion for  d iscret ionary 

review of  the said decis ion on December  27,  2000;  however ,  the 

Supreme Cour t  d id not  grant the pet i t ioned review and d ismissed the 

appeal .   Thus the decis ion rendered by the Tokyo High Cour t  

became f inal  and conclus ive.   I t  seems that  th is  is  the f i rst  court  

case in th is  f ie ld.   This  ar t ic le a ims to expla in  the fundamental  points 

re lated to the d ist inct iveness of  three -dimensional  t rademarks and the 

acquired d is t inct iveness of  t rademarks in general  in  Japan, 

comment ing  on the above -ment ioned case.  

 

Subsequent  to the said case, the Tokyo High Cou rt  rendered a 

s imi lar  decis ion on July 17,  2001 regarding another appl icat ion for  a 

three-dimensional  t rademark [Tokyo High Cour t  Case No.  Heisei  12 

(Gyo-ke) 474] .   I t  appears that  the case is  now pending in the 

Supreme Cour t .   The second case wi l l  be out l ined in Chapter  V of  

th is  ar t ic le.  

 

I .  Out l ine of  Facts  

 

The p la int i f f  f i led an appl icat ion in 1997 for  the 

three-dimensional  t rademark set  for th in Schedule 1 at tached hereto 

(hereinaf ter  the “subject  t rademark ” )  wi th respect to “penci ls ,  

bal l -point  pens,  and other  wr i t ing instruments ”  in Internat ional  Class 

16.   The appl icat ion was f inal ly re jected at  the examinat ion stage 

                                                
1  N o t e  t h a t  i t  i s  n o t  c omm o n t o  i d e n t i f y  c o u r t  c a s es  as  I n  r e  P a r t y  A  (v s .  P a r t y  B )  i n  

J a p a n .   C as e s  a r e  i d e n t i f i e d  b y  t h e  d a t es  o n  wh i c h  t h e  r e l e v a n t  d e c i s i o ns  we r e  r e n d e r e d  
a n d  t h e  s o u r c e  d oc um e n t s ,  o f t e n  a c c om p a n i e d  b y  t h e  r e l a t e d  c a s e  n um b e r s .   C o u r t  
c a s es  a r e  h e r e i n  i d e n t i f i ed  i n  p r i nc i p l e  b y  t h e  c a s e  n u m b e rs  a n d  t h e  d a t es  o f  t h e  
d e c i s i o n s .   T h e  s u b j ec t  c a s e  a n d  a l l  t h e  c o u r t  c as e s  c i t e d  i n  t h i s  a r t i c l e  r e l a t e  t o  
a p p e a l s  s e e k i n g  r e v o c a t i on  o f  t r i a l  d ec i s i o n s  t h a t  c o n f i rm e d  r e j ec t i o n  o f  t h e  r e l e v a n t  
a p p l i c a t i o ns .  
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due to lack  of  d ist inct iveness and acquired d is t inct iveness.   The 

p la int i f f  f i led a t r ia l  against  the f inal  reject ion seek ing reconsid erat ion 

by Tr ia l  Examiners of  the Patent Of f ice.  

 

The Board of  Tr ia l  Examiners in  charge of  the t r ia l  rendered a 

decis ion d ismiss ing the t r ia l  in  1999.   In  regard to  the general  ru le of  

the d is t inct iveness of  three -dimensional  t rademarks,  the Board stated 

as fo l lows:  

 

 “Three-dimensional  t rademarks inc lude the shape of  goods, 

packages of  goods, and art ic les used for  render ing  services 

(hereinaf ter  ‘goods or  the l ike ’ ) .   The shape of  goods or the l ike wi l l  

be,  by nature,  adopted for  the purpose of  enhancing the funct ions or  

aesthet ic appearance of  the goods or the l ike.   They wi l l  not  be 

adopted pr imar i ly for  ident i f y ing the source of  goods or  services or 

d is t inguish ing  them f rom those of  others.   Character ist ic  ･･･  but  

necessary modif icat ion or  decorat ion of  goods or the l ike added for  

the purpose of  enhancing their  funct ions or for  aesthet ic  purposes ･･･  

wi l l  be recognized by t raders and consumers to be the shape of  the 

re levant  goods or  the l ike.   Basical ly,  the shape of  goods or  the l ike 

of  the same k ind wi l l  inevi tably become ident ica l  for  the purpose of  

fu l f i l l ing  their  funct ions.   Since any par t ies have to use the shape 

and wi l l  wish to do so,  i t  should not  be monopol ized by any pr ivate 

par ty.   Apart  f rom unique shapes which are i r re levant  to the 

funct ions or aesthet ic  appearance of  goods or the l ike,  

three-dimensional  t rademarks consist ing sole ly of  the shape of  goods 

or  the l ike should be construed to be unreg is t rable under Ar t ic le 3,  

Paragraph 1,  I tem 3 of  the Trademark Law,  unless the t rademark 

ident i f ies i ts source and is  c lear ly d is t inguished, wi th i ts  shape,  f rom 

the same k ind of  goods or the l ike by t raders and consumers. ”  

 

 The Board then determined that  the subject  t rademark lacks 

d is t inct iveness s ince t raders and consumers wi l l  recognize that  th e 

subject  t rademark merely consis ts  of  the shape of  the designated 

goods,  thus fa l l ing under  Art ic le 3,  Paragraph 1,  I tem 3 of  the 

Trademark  Law.  
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 The Board fur ther  establ ished the general  ru le of  acquired 

d is t inct iveness as fo l lows:  

 

 “ In order  for  a t rademark re lated to a shape of  goods or  the 

l ike to be reg is tered under Ar t ic le 3,  Paragraph 2 of  the Trademark 

Law,  in  pr inc ip le,  a mark that  has been appl ied for  must  be ident ica l  

to  a mark  which has been in use and designated goods or services 

must be ident ica l  to goods or  services in re lat ion to which the mark  

has been in use.   I f  a mark  appl ied for  consis ts  sole ly of  a 

three-dimensional  shape,  and i f  a mark wh ich has been in use 

compr ises the three-dimensional  shape and a two -dimensional  mark,  

such as le t ters or a device,  the mark appl ied for  basical ly cannot  be 

determined to have acquired d is t inct iveness s ince the overal l  

s t ructure of  the mark appl ied for  is  not  ident ica l  to that  of  the mark  in 

use.   Fur ther ,  i f  goods or services re lated to actual  use ar e part  of  

the designated goods or services,  the mark  appl ied for  wi l l  not  be 

const rued to have acquired d is t inct iveness unless the designated 

goods or services are l imi ted to the goods or services re lated to 

actual  use. ”  

 

 Subsequent ly,  the Board denied acquired d is t inct iveness of  the 

subject  t rademark,  referr ing to the d if ference between the subject  

t rademark and a mark  in  actual  use combined wi th two -dimensional  

words as wel l  as lack of  object ive evidence suf f ic ient  for  suppor t ing  

acquired d is t inct iveness  of  the subject  t rademark per se.   The Board 

a lso pointed out  that  the goods re lated to actual  use were “wr i t ing  

inst ruments used for  golf  score cards, ”  not  a l l  the designated goods.  

 

I I .  Determinat ion by Cour t  

 

 The court  supported the decis ion of  the Pat ent  Of f ice Board of  

Tr ia l  Examiners.   As for  the d ist inct iveness of  the subject  t rademark ,  

the cour t  determined as fo l lows:  

 

 “ I t  is  construed that ,  when observing the shape of  the subject  
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t rademark,  t raders and consumers wi l l  understand that ,  the lowest  

end is  a th in lead for  wr i t ing;  the upper  middle port ion is  a round 

suppor t  shaped to be held by the f ingers;  and the upper end is  a wide 

p late,  the center  thereof  forming an a lmost  rectangular  c l ip  for  hold ing 

paper ,  etc.   Thus they wi l l  recognize that  the  shape of  the subject  

t rademark has the character is t ics of  what  would be general ly 

expected to be the  shape of  a compact  penci l  or  bal l -point  pen,  i .e. ,  a  

wr i t ing  instrument .   The said shape,  which has an organized and 

s lender  impression in i ts  ent i rety,  i s  supposed to embody a penci l  or  

bal l -point  pen pr imar i ly used as a wr i t ing inst rument  for  f i l l ing out  golf  

score cards.   W ith the above wel l -organized and s lender  impression,  

the three-dimensional  shape of  the subject  t rademark has 

character is t ic features  to some extent.   However ,  i t  does not  have a 

unique appearance beyond that  which could be expected f rom the use 

or  funct ion of  a compact  penci l  or  bal l -point  pen, i .e. ,  a  wr i t ing 

inst rument,  or  a decorat ive shape having a ny specia l  impact .   

Traders and consumers wi l l  merely recognize f rom the subject  

t rademark the funct ion or aesthet ic  appearance, which ( is  something 

that)  can be general ly adopted in such a wr i t ing  inst rument,  and the 

shape of  the wr i t ing inst rument  i tse lf .   The shape per  se cannot  be 

interpreted to funct ion as a source ident i f ier  of  goods.  ･･･  The 

subject  t rademark,  represent ing the shape of  the designated goods, 

i .e . ,  penci ls ,  bal l -point  pens and other wr i t ing  instruments,  is  a 

three-dimensional  t rademark which is  regarded as merely consi s t ing 

of  the shape of  the designated goods.   Thus the subject  t rademark 

sole ly consis ts  of  the shape of  the designated goods expressed in a 

common way.   According ly,  the determinat ion of  the t r ia l  dec is ion to 

the ef fect  that  the subject  t rademark fa l ls  und er  Ar t ic le 3,  Paragraph 1,  

I tem 3 of  the Trademark Law is  not  erroneous. ”  

 

 W ith regard to acquired d is t inct iveness,  the cour t  determined 

as fo l lows:  

 

 “Penci ls  having the shape of  the subject  t rademark  

manufactured and sold by the p la int i f f  bear  the words  ‘OKAYA’ and 

‘Pegci l ’  on the f ront  and ‘JAPAN’ and ‘pegci l ’  on the back .   Bal l -point  
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pens show ‘OKAYA’ and ‘Pegci l ’  on the f ront  and ‘JAPAN’ on the back.   

There is  no evidence proving that  penci ls  or  bal l -point  pens of  the 

p la int i f f  represent ing the subjec t  t rademark but wi thout  the word 

marks ‘OKAYA’ and ‘Pegci l , ’  i .e . ,  wr i t ing inst ruments represent ing 

sole ly the subject  t rademark,  have been manufactured and sold.   

Fur ther ,  i t  cannot be construed that  the said word marks wi l l  not  

funct ion as source ident i f iers.   Pla int i f f ’s Exhib i t  25 states that  the 

above penci ls  and bal l -point  pens are widely recognized as wr i t ing  

inst ruments represent ing the subject  t rademark.   However ,  on the 

premise that  the three -dimensional  shape of  the subject  t rademark is  

merely the shape of  the designated goods,  i .e. ,  wr i t ing inst ruments,  i t  

cannot  be readi ly acknowledged that  penci ls  and bal l -point  pens 

having the shape of  the subject  t rademark  wi thout  the above word 

marks have been widely recognized as being manufactured and sold  

by the p la int i f f .   There is  no other object ive evidence conf irm ing the 

said recogni t ion.  ･･･  According ly,  i t  cannot  be considered that ,  

among the marks used in re lat ion to penci ls  and bal l -point  pens 

manufactured and sold by the p la int i f f ,  the three -dimensional  shape of  

the subject  t rademark  independent ly funct ions as a source ident i f ier .   

Thus the subject  t rademark cannot  be determined to have acquired 

d is t inct iveness through use.  The determinat ion of  the appeal  

decis ion to the ef fect  that  the subject  t r ademark does not fa l l  under  

Ar t ic le 3,  Paragraph 2 of  the Trademark Law is  not  er roneous. ”  

 

I I I .  Basic  Theor ies of  Dis t inct iveness and Acquired Dist inct iveness 

of  Trademarks under  Japanese Trademark  Law  

 

 Before comment ing on the subject  decision,  the basi c  theor ies 

of  d is t inct iveness of  three -dimensional  t rademarks and acquired 

d is t inct iveness of  t rademarks in general under the Japanese 

Trademark  Law wi l l  be br ief ly expla ined below 2.  

 

1 .  Lack of  Dis t inct iveness  

 

                                                
2  N o t e  t h a t  t h e  c u r r e n t  T r a d e m a rk  L a w i s  t h e  L a w o f  1 9 5 9  a s  am e n d e d .   Th e  L a w o f  

1 9 5 9  i s  h e r e i n  r e f e r r e d  t o  a s  t h e  T r a d em a r k  L a w o r  t h e  T r a d em a r k  L a w o f  1 95 9 .  
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 Trademarks which sole ly consis t  of  a mark  i ndicat ing  in a 

common way,  e.g . ,  the or ig in,  qual i ty,  quant i ty and shape ( inc luding 

the shape of  packages)  of  goods,  or  the p lace of  provis ion of  services,  

qual i ty,  use and quant i ty of  services,  or  ar t ic les used for  render ing 

services,  are not  reg is trable under  Ar t ic le 3,  Paragraph 1,  I tem 3 of  

the Trademark  Law.   Fur ther ,  t rademarks which sole ly consis t  of  a 

mark indicat ing ,  in  a common way,  a commonplace surname or name 

of  a legal ent i ty,  and t rademarks which sole ly consis t  of  a very s imple 

and commonplace mark  are unreg is t rable under  Ar t ic le 3,  Paragraph 1,  

I tems 4 and 5 of  the Trademark Law.  

 

 As for  three-dimensional  t rademarks consis t ing sole ly of  the 

shape of  designated goods, packages of  goods, or  ar t ic les used for  

render ing  designated services,  the cr i ter ia  f or  determinat ion of  

d is t inct iveness is  very s t r ict .   The repor t  of  December  13,  1995,  

wh ich had been prepared by the Commission of  Inte l lectual  Property 

Rights before the Trademark Law of  1959 was amended in 1996,  

s tated in re lat ion to a system for  reg is ter ing three-dimensional  

t rademarks that  “Three-dimensional  t rademarks recognized by 

consumers as sole ly consis t ing  of  the shape of  designated goods,  

their  packages, or  ar t ic les used for  render ing designated services 

should not  be reg is tered.  ･･･ However ,  i f  such a mark  has acquired 

d is t inct iveness through use, i t  should be reg is tered under Ar t ic le 3,  

Paragraph 2 of  the present Law. ”   The “Commentary of  Indust r ia l  

Proper ty Law” (or  Kogyoshoyukenho Chikujo Kaisetsu )  edi ted by the 

Japanese Patent  Off ice (hereinaf ter  the “Commentary” )  expla ins that  

the report  ind icated that  the requirement regarding “a mark indicat ing 

in a common way”  should be interpreted str ic t ly under  Ar t ic le 3,  

Paragraph 1,  I tem 3 of  the Trademark Law wi th respect to t rademarks  

consis t ing sole ly of  such three-dimensional  shapes.3  

 

In  re lat ion to d is t inct iveness of  three -dimensional  t rademarks,  

the Examinat ion Standards provided for  by the Japanese Patent 

Of f ice are set  for th as fo l lows:  

                                                
3  P a g e  9 9 3  o f  t h e  C om me n t a r y .   N o t e  t h a t  t h e  Co m m e n t a r y  i s  wr i t t e n  i n  t h e  J a p a n e s e  

l a n g u a g e .  
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“1. A three-dimensional t rademark which is  recognized by 

consumers to sole ly consis t  of  the shape of  ‘des ignated goods 

( inc luding their  packages)  or  ar t ic les used for  render ing designated 

serv ices ’ (hereinaf ter  the ‘des ignated goods or the l ike ’)  w i l l  be 

regarded as nondist inct ive.   Even i f  a ch aracter is t ic modi f icat ion or 

ornamentat ion is  added to a three -dimensional  shape which can be 

adopted for  ‘goods ( inc luding their  packages)  or  ar t ic les used for  

render ing serv ices ’ (hereinaf ter  the ‘goods or the l ike ’)  of  the same 

k ind,  i f  a  three-dimensional  t rademark appl ied for  is recognized to 

merely  indicate the shape of  the designated goods or the l ik e,  such 

three-dimensional  t rademark wi l l  be regarded as being 

nondis t inct ive. ”  

 

“2. A nondis t inct ive three -dimensional  shape combined with a 

d is t inct ive le t ter ,  dev ice or another  mark wi l l  be determined to be 

d is t inct ive i f  the d ist inct ive mark is  used as an ident i f ier  of  the source 

of  goods or serv ices. ”  

 

In  such cases, a t rademark r ight  cannot be enforced against  a 

th i rd par ty based on the nondis t inct ive  three-dimensional  shape 

incorporated in a reg is tered mark  under Ar t ic le 26 of  the Trademark 

Law.   According to the Commentary,  in consequence,  the 

s ignif icance of  the combinat ion mark sole ly res ides in the d is t inct ive 

two-dimensional  mark . 4 

 

“3. A three-d imensional t rademark consis t ing sole ly  of  a very 

s imple and common three -dimensional  shape wi l l  be regarded as 

nondis t inct ive. ”  

 

A typical  example of  a three-dimensional  t rademark which wi l l  

be regarded as d is t inct ive is  a uniquely -shaped adver t is ing  f igur e 

wh ich is  unrelated to the funct ion of  the associated goods,  their  

packages, or  ar t ic les used for  render ing the associated services,  such 

as the f igure of  Colonel  Sanders.  

                                                
4  P a g e s  9 9 3  a n d  9 9 4  o f  t h e  C om m e nt a r y  
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2 .  Acquired Dist inct iveness  

 

The Trademark Law of  1921 d id not  provide for  acquire d 

d is t inct iveness.   Instead, the theory of  acquired d is t inct iveness came 

to be acknowledged by cour t  decis ions.   I t  is  construed that  the 

Great  Cour t  of  Cassat ion Case No.  Showa 2 (O)  1093 (decis ion 

rendered on Apr i l  10,  1928)  regarding reg is trabi l i ty of  a  Japanese 

equivalent  of  the word PASTE wi th respect  to “pharmaceut ica l  

preparat ions”  in Old Japanese Class 1 was the f i rst  case which 

acknowledged the theory of  acquired d is t inct iveness.   

 

The Trademark Law of  1959, which is  cur rent ly ef fect ive,  has 

an expl ic i t  s t ipulat ion regarding acquired d is t inct iveness.   Ar t ic le 3,  

Paragraph 2 of  the Trademark  Law of  1959 as amended in 1991 

provides that  “Notwi thstanding  the preceding Paragraph,  i f  marks 

fa l l ing  under  I tems 3 through 5 of  the preceding Paragraph are 

recognized by consumers through use as being re lated to goods or 

services or ig inat ing f rom a certa in par ty ’s  business,  the marks can be 

reg is tered. ”  

 

 According to the Examinat ion Standards provided b y the 

Japanese Patent Off ice,  in order  for  a nondis t inct iv e t rademark  to be 

reg is tered under  Art ic le 3,  Paragraph 2 of  the Trademark Law,  the 

mark appl ied for  has to be ident ica l  to a mark  which has acquired 

d is t inct iveness through actual use.   Fur ther more,  the designated 

goods or services must  be ident ica l  to  go ods or services in 

associat ion wi th  which the mark has been in use.  

 

The Examinat ion Standards acknowledge that  the marks 1 and 

3 ment ioned in Paragraph 1,  Chapter I I I  above can be reg istered 

based on acquired dis t inct iveness.   According to the Examinat ion  

Standards,  i f  a  mark appl ied for  consists sole ly of  a three -dimensional  

shape but evidence of  use shows the three -dimensional  shape 

combined wi th a two-dimensional  mark,  the overal l  s t ructure of  the 

mark appl ied for  is not  ident ica l  to  that  of  the mark in  actual  use.   
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Therefore,  the mark appl ied for  wi l l  not  be construed in pr inc ip le to 

have acquired d is t inct iveness.   However ,  i f  the fo l lowing condi t ions 

are met,  a determinat ion wi l l  be made as to  whether  the 

three-dimensional  shape of  the mark in  actual  u se funct ions 

independent ly as a source ident i f ier ,  wi thout the argument of  acquired 

d is t inct iveness being automat ical ly re jected on the basis  of  the 

d i f ference between the marks:  

 

When observ ing the three -dimensional  shape of  the mark in  

actual  use in i ts ent i rety ,   

i )   i f  the three-dimensional  shape is  ident ica l  to the mark 

appl ied for ;  

i i )   i f ,  in  order  for  the three -dimensional  shape to funct ion as 

a source ident i f ier ,  the two d imensional  mark is  not  of  the  essence but 

rather  the three-dimensional  shape is  const rued to st rongly impress 

consumers wi th the modi f icat ion or  ornamentat ion added to i t  ( i .e. ,  

added to the three-dimensional  shape);  and 

i i i )   i f  cert i f icates of  a t rade associat ion,  t raders or  other th i rd 

par t ies,  or  other object ive ev ident ia l  mate r ia ls  are f i led.  

 

The Examinat ion Standards fur ther require that ,  i f  a  mark 

appl ied for  inc ludes p lura l  v iews taken f rom dif ferent  d i rect ions,  

evidence of  use has to inc lude mater ia ls  proving the ident ica lness of  

the mark appl ied for  f rom the perspect ive o f  each of  these views.  

 

 Even i f  a three-dimensional  mark is  determined to have 

acquired d is t inct iveness,  funct ional  marks wi l l  however  be determined  

to be unreg ist rable under  Art ic le 4,  Paragraph 1,  I tem 18 of  the 

Trademark  Law of  1959 as amended in 1996 ,  th is  st ipulat ion 

prohib i t ing reg is trat ion of  “marks which sole ly consis t  of  a 

three-dimensional  shape of  goods or their  packages which is  essent ia l  

for  secur ing the funct ion of  th ose goods or packages. ”   According to 

the Commentary, 5 t rademark r ights  can survive semi-permanent ly 

upon renewal  of  the re levant  reg ist rat ions.   I f  funct ional  

three-dimensional  t rademarks fa l l ing  under  the above-ment ioned I tem 

                                                
5  P a g e  1 0 0 7  o f  t h e  C om m e nt a r y  
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18 were to be reg is tered, manufacture and sale of  goods and 

packages of  goods could be monopol ized on a semi-permanent  basis,  

thereby impeding f ree compet i t ion.   In order  to prevent  such 

det r imental  ef fects,  Ar t ic le 4,  Paragraph 1,  I tem 18 was incorporated 

in to the Trademark  Law of  1959 as amended in 1996.  

 

IV.  Studies of  Subject  Case  

 

 In  th is  chapter,  the subject  case wi l l  be  br ief ly expla ined af ter  

g iv ing  an overview of  the theoret ica l  points  which appear  in the 

precedents regarding d is t inct iveness of  three -dimensional  t rademarks 

and acquired d is t inct iveness of  t rademarks in general ,  c i t ing 

par t icu lar  court  cases where avai lable.   Al though the issues ra ised in 

Paragraphs 3 through 5 below were not taken up in the cour t  decis ion 

of  the subject  case, they are factors that  need to be considered upon 

determin ing the acquired d is t inct iveness of  t rademarks in gen eral .  

 

1 .  Dis t inct iveness  

 

 The subject  case appears to be the f i rs t  Tokyo High Cour t  case 

seek ing revocat ion of  a t r ia l  dec is ion denying d is t inct iveness of  an 

appl ied- for  three-dimensional  t rademark consis t ing sole ly of  the 

shape of  goods or the l ike.   In the absence of  cour t  precedents in  

th is  f ie ld,  the t rend of  t r ia l  dec is ions rendered by the Japanese Patent  

Of f ice wi l l  be out l ined below.  

 

 I t  appears that  the Japanese Patent  Of f ice has been 

interpret ing st r ic t ly the d is t inct iveness of  three -dimensional  

t rademarks that  consis t  so le ly of  the shape of  goods or  the l ike.   In  

t r ia l  dec is ions denying d is t inct iveness of  such appl ied -for  

three-dimensional  t rademarks,  a ru le which is  s imi lar  to the general  

ru le on d ist inct iveness of  three -dimensional  t rademarks set  for th in  

the t r ia l  dec is ion in the subject  case is  a lso rec i ted.   W here 

appl icants argued that  they own protect ion under the Design Law,  

Patent  Law or  Ut i l i ty Model  Law,  the re levant  t r ia l  dec is ions 

specif ica l ly pointed out ,  for  example,  that  the Desig n Law aims to 



12 
 

protect  “a shape ･･･  of  an art ic le  producing  an aesthet ic impression 

on the sense of  s ight ” ;  the Patent Law intends to protect  “ the creat ion 

of  technical  ideas ”;  s ince objects of  and requirements for  protect ion 

under  the Trademark Law,  which intends to protect  t rademarks as 

source ident i f iers,  are d if ferent  f rom those under the other  Laws,  

protect ion under  the other  Laws per se is  not  e l ig ib le for  proving the 

d is t inct iveness of  marks appl ied for .   That  is ,  i f  three -dimensional  

t rademarks are reg is tered for  the sole reason that  the re levant  

three-dimensional  shapes are protected under the other  Laws,  an 

unreasonable consequence would ar ise f rom protect ion of  such 

three-dimensional  shapes under the Trademark Law,  the protect ion 

tak ing ef fect  in  addit ion to the exis t ing protec t ion under  the other  

Laws or  af ter  the expirat ion of  r ights  obta ined under the other  Laws,  

f rom the viewpoint  of  the consis tency of  the inte l lectual proper ty 

system. 

 

 I t  was determined by the court  that  the subject  t rademark is 

regarded as consis t ing sole ly of  the shape of  a wr i t ing instrument.   

In  view of  the above-ment ioned Examinat ion Standards and tr ia l  

dec is ions,  the determinat ion of  the court  denying the d is t inct iveness 

of  the subject  t rademark would not  be unreasonable.   I f ,  however ,  

the p la int i f f  had f i led for  the subject  three -dimensional  t rademark 

combined wi th the word Pegci l ,  the d is t inct iveness of  which is  

incontestable,  the combinat ion mark would have been determined to 

be d is t inct ive.   In  actual i ty,  combinat ion marks compr is ing the 

three-dimensional  shape of  goods, packages of  goods or ar t ic les used 

for  render ing services combined wi th a d is t inct ive two -dimensional  

mark are commonly reg is tered.   The rest r ic t ions on the enforcement  

of  t rademark r ight s  on the basis  of  a nondis t inct ive three-dimensional  

shape incorporated in a reg istered mark were expla ined above in 

Paragraph 1 of  Chapter I I I  in  re lat ion to I tem 2 of  the  Examinat ion 

Standards.  

 

2 .   Mark  Appl ied for  Ident ica l  to Mark  in Actual  Use  

 

A.  As ment ioned above,  t he Examinat ion Standards r equire that  a 
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mark which has been appl ied for  be ident ica l  to a mark which has 

been in use in order to prove that  the former  has acquired 

d is t inct iveness.   I t  is  construed that  the Examinat ion Standards 

basical ly require that  the marks  be physical ly ident ica l .   In  other  

words,  the emphasis  is  p laced on the appearance of  the marks.   

Since d is t inct iveness cannot be acquired wi th respect to a mark which 

has not been in use,  the ident ica lness of  the mark that  has been 

appl ied for  wi th respect  to a mark in  actua l  use should be examined 

wi th d iscret ion.   However ,  i t  is pointed out that  a s tr ic t  appl icat ion of  

the requirement of  physical  ident ica lness of  the marks could resul t  in  

unreasonable consequences.  

 

B.  Tokyo High Court  Case No. Showa 59 (Gyo -ke) 97 [decis ion 

rendered on Apr i l  25,  1985;  suppor ted by the Supreme Cour t  in  

Supreme Cour t  Case No.  Showa 60 (Gyo - tsu)  132 (decis ion rendered 

on Apr i l  8 ,  1986)]  took a st r ict  pos it ion.   In  the above case,  the 

p la int i f f  f i led for  KIKKOYAKI in  Chinese characters,  meaning  a k ind of  

baked c lay ar t ic les,  wi th respect  to the goods (as amended) 

“household commodit ies made of  pot tery and porcela in,  and k i tchen 

utensi ls  made of  pot tery and porcela in ”  in  Japanese Class 19.   The 

p la int i f f  asser ted that  the mark appl ied for  had acq uired 

d is t inct iveness s ince only the p la int i f f  had manufactured and sold 

pot tery and porcela ins bear ing  KIKKO in Chinese characters and the 

p la int i f f ’s goods had been sold in  large number s.   The YAKI  port ion 

means baked c lay ar t ic les or  a method for  produc ing them.  The 

Tokyo High Court  determined that ,  even i f  pot tery and porcela in  i tems 

bear ing the mark KIKKO were recognized as being manufactured by 

the p la int i f f ,  acquired d is t inct iveness should be denied in relat ion to 

the mark that  had been appl ied for ,  i .e . ,  KIKKOYAKI.  

 

There is  an opin ion to the ef fect  that ,  even i f  a mark appl ied 

for  is s l ight ly d i f ferent  f rom a mark which has acquired d ist inct iveness,  

i f  consumers actual ly recognize the goods or services of  an appl icant  

by the mark appl ied for ,  the m ark  appl ied for  should be reg is tered.   

Based on the above premise, i t  is pointed out as a general  ru le that ,  i f  

KIKKO has actual ly acquired d is t inct iveness,  KIKKOYAKI should be 
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reg is tered. 6  

 

C.  In cont rast ,  in  Tokyo High Cour t  Case No.  Showa 57 (Gyo -ke)  

213 (decis ion rendered on October  31,  1984) ,  a more lenient  decis ion 

was made wi th  respect  to the ident ica lness of  marks.   The p la int i f f  

f i led for  JUICY in Japanese characters [ the mark ( i)  shown in 

Schedule 2 at tached hereto]  wi th respect  to “ f ru i t  ju ices”  in Japanese 

Class 29.   The Patent  Of f ice denied acquired d is t inct iveness for  the 

reasons that  the mark  in  actual  use could not  be specif ied s ince there 

were p lura l  types of  marks in actual use ,  in  terms of  appearance,  and 

that  the mark appl ied for ,  which was d i f ferent  f rom the marks in actual  

use,  could not  be determined to have acquired d is t inct iveness.   The 

cour t  admit ted that  p lura l  types of  marks,  typ ical ly the marks ( i i )  and 

( i i i )  shown in Schedule 2,  and JUICY in Japanese characters wr i t ten 

hor izonta l ly in  an ord inary typeface,  were in actual  use.  The court  

fur ther found that  the name generat ing  the pronunciat ion JUICY was 

widely known as the name of  f ru i t  ju ices manufactured and sold by the 

p la int i f f  among t raders and general consumers through the large 

volume of  sales of  the goods that  had taken p lace on a nat ionwide 

basis  and through var ious adver t isements.   Th us the court  

determined that  JUICY in Japanese characters expressed  hor izonta l ly 

in  an ord inary typeface and the mark  ( i i ) ,  which is  not  exp ressed in an 

unusual  typeface e ither ,  should be const rued to be ident ica l to the 

mark appl ied for ,  which is  considered to be wr i t ten in an a lmost 

ord inary typeface.  The court  according ly concluded that  the mark  

appl ied for  had become known nat ionwide among traders and general  

consumers as a t rademark of  f ru i t  ju ices manufactured and sold by a 

specif ic  par ty by the t ime that  the re levant  t r ia l  dec is ion was rendered, 

at  the latest .  

 

There are suppor t ing commentar ies on the court  decis ion.   

One of  the commentators argues that  determinat ion as to whether  a 

mark appl ied for  is ident ica l  to a mark in  use should be made af ter  

tak ing actual  t rade s i tuat ions into considerat ion and should be based 

                                                
6  P r o f .  Y o s h i y u k i  TA MU R A ,  p a g es  1 7 8  a n d  1 7 9  o f  “ T r a d em a r k  L a w ”  ( o r  S h oh y o h o  

G a i s e t s u ) ,  1 s t  e d i t i o n .   N o t e  t h a t  t h e  t e x t  i s  wr i t t e n  i n  t h e  J a p a n es e  l a n g ua g e .   
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on recogni t ion by society at  large,  not  on the physical  ident ica lness of  

the marks,  whi le  del iberate determinat ion should be made in re lat ion 

to the reg is t rabi l i ty of  marks  based on their  acquired d is t inct iveness ,  

th is  being an except ional  form of  protect ion.   In short ,  such marks 

should be determined to be ident ica l  when co nsumers confuse one 

f rom the other.   In  the above case,  the mark  appl ied for  should duly 

be regarded as being ident ica l  to the marks in actual  use s ince the 

d i f ferences were minor .   According to the commentator,  the court  

determined that  the d is t inct iveness of  the mark  appl ied for  pr imar i ly 

res ided in i ts pronunciat ion. 7  

 

D.  A case in which  independent  use of  a mark that  had been 

appl ied for  was acknowledged  wi l l  now be reviewed.   In  Tokyo High 

Cour t  Case No. Showa 31 (Gyo -na) 17 (decis ion rendered on 

December 10,  1957),  the mark appl ied for  shown in Schedule 3 

at tached hereto wi th respect ive to “canned and seasoned or  boi led 

mar ine products ”  in  Old Class 45 was determined by the Patent Of f ice 

to be a nondist inct ive ground design and i t  was denied that  the mark  

had acquired d is t inct iveness.   Al though the mark  appl ied for  had 

been used in combinat ion wi th the d ist inct ive le t ters SSK, and let ters 

and devices corresponding to the contents of  each canned product,  

the cour t  determined that  the mark appl ied for  ha d acquired 

d is t inct iveness independent ly f rom the above let ters and devices.  

 

E.  In cont rast ,  in  Tokyo High Cour t  Case No.  Heisei  4 (Gyo -ke)  61 

[decis ion rendered on December  24,  1992;  suppor ted by the Supreme 

Cour t  in Supreme Cour t  Case No. Heisei  5 (Gyo - tsu)  65 (decis ion 

rendered on February 8,  1994) ] ,  acquired d is t inct iveness was denied 

in re lat ion to a mark appl ied for ,  JUN in Chinese Characters ,  meaning 

“pure, ”  wi th respect to the goods (as amended)  “Shochu , ”  a sor t  of  

Japanese-style l iquor ,  in  Japanese Class 28,  for  the reason that  the 

mark appl ied for  had not been used independent ly but  wi th,  e.g. ,  the 

word TAKARA SHOCHU.  TAKARA is  a d is t inct ive word meaning a 

“ t reasure”  and is  incorporated in the p la int i f f ’s corporate name.   

                                                
7  P r o f .  S h i g e a k i  M I T S UD A ,  p a g es  2 2 3  a n d  2 2 4 ,  Vo l .  1 1 9 8  o f  H a n r e i  J i h o .   N o t e  t h a t  

t h e  t e x t  i s  wr i t t e n  i n  t h e  J a p a n e s e  l a n g u a g e .  
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According to the cour t ,  marks compr is ing the word JUN expressed 

wi th large let ters and the words,  e.g . ,  TAKARA SHOCHU, expressed 

wi th smal l  le t ters  were used in re lat ion to the bot t le  of  the p la int i f f ’s 

goods,  advert isements,  etc.   In  consequence,  many newspapers,  

books,  magazines and other  media descr ibed the p la int i f f ’s goods as 

TAKARA SHOCHU JUN.  The p la int i f f  owned reg is tered t rademarks 

for  the word JUN expressed us ing large let ters or  in an emphat ic  

manner,  combined wi th,  e.g . ,  the words TAKARA SHOCHU expressed 

us ing smal l  le t ters or  in  an inconspicuous manner .   The marks used 

in re lat ion to the p laint i f f ’s  goods were ei ther  of  the reg is tered marks 

or  marks which were ext remely s imi lar  to the reg is tered marks.   The 

marks in use were combinat ion marks compr is ing  the word JUN and,  

e.g . ,  the words TAKARA SHOCHU.  The word JUN had not been 

used independent ly.   Al though there were some newspaper  art ic les,  

magazines,  etc. ,  descr ib ing the p la int i f f ’s  goods sole ly as JUN,  i t  was 

general ly recognized that  the inseparable combinat ion ma rk TAKARA 

SHOCHU JUN was a formal  mark  and that  JUN was merely an 

abbreviat ion of  the formal  mark.   Subsequent  to the above 

determinat ion,  the cour t  concluded that  the mark that  had been 

appl ied for ,  JUN, should  not  be const rued to have acquired 

d is t inct iveness independent ly.  

 

A commentator on th is  decis ion cr i t ic izes i t  on the grounds that  

use of  a combinat ion mark  can be considered to be use of  a s tructura l  

e lement  of  the combinat ion mark .   He argues that ,  “ I f  the 

combinat ion mark has been used in such a manner that  a structura l  

e lement  of  the mark per se has acquired d is t inct iveness,  use of  the 

combinat ion mark can be regarded as independent  use of  the 

st ructura l e lement  per  se.  ･･･  I f  the word ‘JUN’ was suf f ic ient ly 

emphasized and the organic  ( l i tera l  t rans lat ion )  combinat ion of  the 

word wi th ‘TAKARA SHOCHU’ was weak,  use of  ‘TAKARA SHOCHU 

JUN’ wou ld be regarded as independent  use of  ‘JUN. ’  ･･･  Upon 

dismiss ing the p la int i f f ’s argument,  the cour t  merely s tated that  ‘JUN’ 

had not been used independent ly s in ce ‘JUN’ combined wi th ‘TAKARA 

SHOCHU’ was used in a consol idated manner .   However ,  there is  a 

huge jump between the specif ic facts of  the case and the cour t ’s  
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conclus ion that  i t  was ‘used as a consol idated mark . ’   In  th is  

par t icu lar  case, the manner of  express ion of  ‘JUN’ and the 

combinat ion of  ‘JUN’ wi th ‘TAKARA SHOCHU’ should have been 

examined in more deta i l . ”8  

 

F.  In  the subject  case, the mark  in actual use was a combinat ion 

of  the appl ied-for  three d imensional  mark wi th the words OKAYA, 

Pegci l  or  pegci l  (hereinaf ter  “Pegci l ” ) ,  and JAPAN.  Pegci l  is  

undoubtedly a d is t inct ive mark.   I t  appears that  OKAYA is an 

abbreviat ion of  the p la int i f f ’s corporate name.   In any case,  the cour t  

considered that  the words OKAYA and Pegci l  are not  nondist inct ive 

marks.   Then the cour t  determined that  the appl ied -for  

three-dimensional  mark  had not acquired d is t inct iveness 

independent ly f rom the word marks,  point ing out the lack  of  

persuasive evidence.  

 

Refer r ing to the Examinat ion Standards regarding acquired 

d is t inct iveness of  three-dimensional  marks consis t ing  sole ly of  the 

shape of  goods or the l ike,  the mark in  actual  use in the subject  case 

was a combinat ion of  the three -dimensional  shape of  the subject  

t rademark wi th the two -dimensional  marks and , therefore,  the subject  

t rademark obviously  is  not  ident ica l  to  the mark  in use.   No 

object ions appear to have been ra ised against  the requirement that ,  

when observing the three-dimensional  shape of  the mark in  actual  use 

in i ts  ent i rety,  the three -dimensional  shape had to be  regarded as 

being ident ica l  to the mark  that  had been appl ied for .   However ,  the 

p la int i f f  fa i led to prove that  the two d imensional  word marks were not 

essent ia l  source ident i f ie rs and that  the three-dimensional  shape 

independent ly funct ioned as a source ident i f ier .   In re lat ion to the 

lack of  sat isfactory evidence in par t icu lar ,  cert i f icates of  wholesalers 

and other  par t ies f i led by the p la int i f f  as evident ia l  mater ia ls  in  

suppor t  of  the argument of  acquired d is t inct iveness appear  to have 

been prepared us ing forms provided by the p la int i f f .   In  the 

above-ment ioned KIKKOYAKI case,  s imi lar  cert i f icates prepared by 

                                                
8  P r o f .  T a t s uk i  S H IB U YA ,  p a g e  1 9 0 ,  V o l .  1 4 8 5  o f  H a n r e i  J i h o .   N o t e  t h a t  t h e  t e x t  i s  

wr i t t e n  i n  t h e  J a p a n e s e  l an g u a g e .  
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using such forms were f i led as evidence but they were determined to 

be insuf f ic ient  to prove the a l leged acquired d is t inct iveness.   The 

probat ive value of  such cert i f icates is  wi thout  doubt  rather  weak.   

Al though the reasoning of  the court  in  the subject  decis ion is  not  

par t icu lar ly e laborate,  the conclus ion of  the court  denying 

independent ly acquired d is t inct iveness of  the subject  t rademark would 

not  be unreasonable.  

 

3 .  Designated Goods/Services Ident ica l  to  Goods/Services in 

Actual  Use 

 

A.  In order for  a mark to be reg is tered under  Art ic le 3,  Paragraph 

2 of  the Trademark Law,  the designated goods or  services of  the 

re levant  mark  have to be l imi ted  to goods or services in re lat ion to 

wh ich the mark has acquired d is t inct iveness through actual use.   

Otherwise,  the re levant  appl icat ion wi l l  be rejected in i ts  ent i rety ,  

unless the goods or services which are not  re lated to actual use are 

deleted f rom the l is t  of  goods or  services  designated.  

 

 According ly,  when there is  a l imi ted scope of  goods or  services 

in re lat ion to which a mark  appl ied for  has acquired d is t inct iveness,  

protect ion is normally only sought for  those specif ic  goods or  services.   

For  example,  in  Tokyo High Court  Case No.  Showa 47 (Gyo -ke)  68 

(decis ion rendered on September 17,  1974) ,  which acknowledged the 

acquired d is t inct iveness of  MILK DONUTS in Japanese characters ,  

and Tokyo High Cour t  Case No. Showa 51 (Gyo -ke) 84 (decis ion 

rendered on Apr i l  12,  1978) ,  which acknowledged the acquired 

d is t inct iveness of  the Japanese equivalent  of  the word ART ANNUALS,  

the designated goods of  the re levant  appl icat ions were l imi ted to 

“donuts”  in  Japanese Class 30 and “annual  publ icat ions ”  in  Japanese 

Class 26,  respect ive ly.  

 

B.  In some precedents,  however ,  protect ion was sought  wi th 

respect to goods or services which were obviously broader than those 

in re lat ion to which marks appl ied for  had acquired d is t inct iveness.   

There are two categor ies of  cour t  dec is ions which show how such 
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appl icat ions  are t reated .   In the Great Cour t  of  Cassat ion Case No.  

Showa 2 (O) 1093 ment ioned above as being the f i rs t  case which 

recognized acquired d is t inct iveness,  the court  ru led that  the 

appl icat ion should be rejected so le ly wi th respect  to those of  the 

designated goods in re lat ion to which the mark  appl ied for  had not 

been const rued to have acquired d is t inct iveness.  

 

In  cont rast ,  in  Tokyo High Cour t  Case No.  Showa 42 (Gyo -ke)  

99 (decis ion rendered on May 14,  1970) ,  which denied the acquired 

d is t inct iveness of  the mark  appl ied for ,  GOLF,  in re lat ion to “c loth ing 

and goods belong ing to Old Class 36 ” under  the Trademark Law of  

1921,  the cour t  decided to reject  the appl icat ion in i ts  ent i rety.   

“Cloth ing and goods belong ing t o Old Class 36” inc luded, e.g. ,  

Japanese-style c loth ing ,  hats,  g loves,  and neckt ies.   The court  found 

that  the mark GOLF acquired d ist inct iveness sole ly in  re lat ion to 

specif ic  goods,  i .e. ,  sh i r ts ,  jumpers,  coats,  sweaters,  socks,  and some 

other ar t ic les.   The court  then determined that  the mark appl ied for  

could not  be const rued to have acquired d is t inct iveness s ince the 

appl icant  sought a reg is trat ion for  the mark  GOLF wi th respect  to a 

comprehensive l is t  of  goods,  i .e . ,  “c lothing  and goods belong ing to 

Old Class 36, ”  which went  beyond  the scope of  the above speci f ic 

goods.   In  consequence,  the court  decided that  the mark appl ied for  

was descr ipt ive wi th respect  to goods sui ted for  golf ing and was l ike ly 

to cause misunderstanding as to the nature of  the goods wi th regard 

to the other goods designated.  

 

 Simi lar  determinat ions were made by the Tokyo High Cour t  in  

subsequent cases ar is ing under the Trademark Law of  1959.   In a 

case where the revocat ion of  a t r ia l  dec is ion of  the Patent  Of f ice 

Board of  Tr ia l  Examiners denying acquired d is t inct iveness of  the word 

GEORGIA was sought  [Tokyo High Court  Case No.  Showa 58 (Gyo -ke) 

156;  decis ion rendered on September 26,  1984] ,  the Tokyo High Court  

f i rs t  determined that  the word GEORGIA was descr ipt ive s ince i t  was 

the geographical  name of  a s tate in  the U.S.   Then the cour t  

determined that ,  when the t r ia l  dec is ion was rendered,  the appl ied - for  

mark GEORGIA had acquired d ist inct iveness wi th respect  to cof fee,  
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cocoa and cof fee beverages which were inc luded in the designated 

goods of  the re levant  appl icat ion,  whi le  i t  had c lear ly not  acquired 

d is t inct iveness at  least  wi th respect to tea which was inc luded in the 

designated goods.   The court  eventual ly decided as fo l lows:  

 

 “ I t  should be const rued that  an appl icat ion can b e reg is tered 

under  Art ic le 3,  Paragraph 2 of  the Trademark Law only when a mark 

has met  the requirements of  the said provis ion wi th respect to certa in 

goods and the designated goods are l imi ted to the said cer ta in goods.   

I f  some of  the designated goods are not  e l ig ib le for  reg is trat ion,  the 

appl icat ion wi l l  become unreg is trable in  i ts  ent i rety ,  unless the 

non-el ig ib le goods are deleted by f i l ing a d iv is ional  appl icat ion or  an 

amendment .   Since the subject  appl icat ion does not  meet the 

requirements of  the said Paragraph in re lat ion to tea  which is  inc luded 

in the designated goods,  i t  cannot  be reg is tered at  a l l  wi th  respect  to 

the designated goods. ”  

 

 In  Tokyo High Court  Case No. Heisei  2 (Gyo -ke) 103 (decis ion 

rendered on January 29,  1991),  the p la int i f f  asser ted acquired 

d is t inct iveness of  the mark  appl ied for ,  DIGESTIVE in Japanese 

characters,  but  the designated goods were “confect ionery and bread”  

in  Japanese Class 30.   The p la int i f f  argued that  “b iscui ts”  re lated to 

actual  use mean “confect ionery and bread. ”   However ,  i t  is c lear  that  

“b iscui ts ”  are not  covered by “bread. ”   Fur ther ,  the designat ion 

“confect ionery”  under  Japanese pract ice covers a broad category of  

goods inc luding,  e.g. ,  b iscui ts ,  chocolates,  ice creams,  candies,  

chewing gums,  cakes,  other  western s tyle confect ionery and 

Japanese-style confect ionery.   Point ing out the d if ference of  the 

designated goods f rom the goods associated wi th  actual  use,  the 

cour t  determined that  the mark appl ied for  should not  be reg is tered at  

a l l  wi th respect  to the designated goods.  

 

 The Tokyo High Cour t  appl ied the same ru le in  a case where 

acquired d is t inct iveness was denied in re lat ion to a mark  consis t ing 

sole ly of  a ground design wi th respect to “c loth ing,  bel ts ,  bel ts  f i t ted 

wi th a pouch”  in Internat ional  Class 25 [Tokyo High Cour t  Case No. 
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Heisei  11 (Gyo-ke)  79;  decis ion rendered on August  10,  2000] .   In  

par t icu lar ,  the cour t  determined that  the mark  appl ied for  had not 

been used in re lat ion to “c loth ing. ”  

 

 The intent ion of  Ar t ic le 3,  Paragraph 2 of  the Tra demark Law is  

to a l low for  reg is t rat ion a mark which has acquired d is t inct iveness 

through actual use on an except ional  basis .   I f  a mark appl ied for  

has acquired d is t inct iveness sole ly wi th respect to par t  of  the l is t  of  

des ignated goods or services,  the m ark  c lear ly wi l l  not  funct ion as a 

source ident i f ier  in respect  to the other  designated goods or services.   

Thus the other  designated goods or services are not  e l ig ib le for  

protect ion.   Designated goods or services should according ly be 

l imi ted to those goods or services in re lat ion to which the mark  has 

acquired d is t inct iveness.   Otherwise,  the re levant  appl icat ion 

conta ins a defect  when observed in i ts  ent i rety.   In  the above cases,  

the designated goods were obviously broader  than the goods re lated 

to actual  use.   Therefore,  the above -ment ioned cour t  decisions 

re ject ing  the appl icat ions in their  ent i rety are cons idered to be 

reasonable.   

 

C.  In cont rast ,  there are precedents which acknowledge acquired 

d is t inct iveness wi th respect to re lat ive ly  comprehensiv e designat ions 

of  goods.  

 

In  Tokyo High Court  Case No. Showa 31 (Gyo -na)  56 under  the 

Trademark  Law of  1921 (decis ion rendered on January 28,  1960) ,  the 

mark shown in Schedule 4 at tached hereto ,  which incorporates the 

word HASEGAW A, a common Japanese surna me,  wr i t ten in Japanese 

characters in  an ordinary typeface,  the word TRADE MARK,  and the 

word HASEGAW A GOMEI KAISHA meaning Hasegawa General  

Par tnership Corporat ion,  was determined to have acquired 

d is t inct iveness in relat ion to “pouches”  in  Old Japanese C lass 49.  

The designat ion “pouches”  inc luded,  e.g. ,  handbags, purses and 

business card holders ,  and thus was re lat ive ly comprehensive.   The 

cour t  ment ioned as a general  ru le that  a nondis t inct ive mark could 

become very famous through use over  the years and  be recognized by 
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consumers as der iv ing f rom a cer ta in par ty,  the said fact  being of ten 

observed when the mark had been used wi th respect to a specia l ized,  

l imi ted scope of  goods,  that  is ,  not  a l l  the goods belong ing to the 

re levant  c lass.   Then the court  determined that  the p la int i f f ’s  

pouches were widely known as top -c lass ones among traders and 

consumers and that  the mark appl ied for  was recognized to der ive 

f rom the p la int i f f .  

 

 In  Tokyo High Court  Case No. Showa 57 (Gyo -ke) 147 

(decis ion rendered on February 28,  1984) ,  AMANDE in Japanese 

characters,  meaning a lmonds,  was determined to have acquired 

d is t inct iveness wi th respect to “western-style confect ionery”  in  

Japanese Class 30.  “W estern-style confect ionery”  is  a broad 

category of  goods -  as ment ioned in re lat ion to the above DIGESTIVE 

case.   The Tokyo High Court  acknowledged the p la int i f f ’s argument 

that  the mark AMANDE was known as the name of  the p la int i f f ’s shops 

which deal  in  western -style confect ionery ,  as wel l  as i t  being a 

t rademark for  the goods.   In  addi t ion,  the cour t  denied that  the mark 

was misdescr ipt ive wi th respect  to goods other  than those that  

conta in  a lmonds.  

 

Fur ther ,  in  Tokyo High Cour t  Case No.  Heisei  11 (Gyo -ke)  80 

(decis ion rendered on August 10,  2000) regarding acquired 

d is t inct iveness of  the ground design mark  shown in Schedule 5 

at tached hereto 9,  the court  acknowledged that  the mark appl ied for  

had acquired d is t inct iveness wi th respect  to “bags and pouches;  and 

vani ty cases”  in  Internat ional  Class 18.   The sub -c lass designat ion  

“bags and pouches” is  a broad designat ion inc luding,  e.g. ,  handbags,  

t runks,  sui t  cases,  knapsacks,  school  bags for  chi ldren,  purses,  and 

key cases.   The said designat ion is  more comprehensive than 

“pouches” in  the HASEGAW A case and “western-style confect ionery”  

in  the AMANDE case.   The Tokyo High Cour t  found that  the mark  

appl ied for  was used in re lat ion to var ious bags, shoulder bags,  

                                                
9  Ac c o r d i n g  t o  a  c om m en t a t o r  o f  t h i s  d e c i s i o n ,  s i n c e  t h e  m a rk  i s  a  r u g g e d  p a t t e r n  

e m b os s e d  o n  l e a t h e r ,  i t  s h o u l d  h a v e  b e e n  r e g i s t e r ed  a s  a  t h r e e - d im e ns i o n a l  m a rk   ( Ms .  
K a z u k o  MA TS U O ,  p a g e  24 2 ,  V o l .  1 7 4 6  o f  H a n r e i  J i h o ) .   N o t e  t h a t  t h e  t e x t  i s  wr i t t e n  i n  
t h e  J a p a n es e  l a n g u a g e .  
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purses,  business card holders,  key cases,  vani ty cases, etc . ,  and 

admit ted the acquired d is t inct iveness of  the mark appl i ed for  wi th 

respect to “bags and pouches;  and vani ty cases. ”  

 

 In  the three cases ment ioned above,  i t  appears that  the Patent 

Of f ice s imply denied the acquired d is t inct iveness of  the mark s appl ied 

for  wi thout  ra is ing  an object ion to the designated goods.   Fur ther ,  

the said court  dec is ions establ ished no ru les regarding the 

admiss ib i l i ty of  comprehensive designat ions and requirements 

therefor.   However ,  i t  can at  least  be said that  i f  a  mark appl ied for  

obviously has acquired d is t inct iveness sole ly wi th resp ect to a l imi ted 

par t  of  the l is t  of  designated goods,  the re levant  appl icat ion should be 

re jected.  

 

D.  In the subject  case, the designated goods were “penci ls ,  

bal l -point  pens, and other  wr i t ing instruments ”  in Internat ional  Class 

16.   The Patent Of f ice Board of  Tr ia l  Examiners ment ioned in the 

t r ia l  dec is ion that  “wr i t ing  instruments used for  golf  score cards ” were 

goods re lated to actual  use but  they are merely par t  of  the l is t  of  

goods designated.   Since the court  s imply denied that  the mark  

appl ied for  had acquired d is t inct iveness independent ly f rom the two 

d imensional  marks,  i t  d id not  specif ica l ly take up the issue of  

ident ica lness of  the designated goods to goods re lated to actual  use.  

 

4 .  Scope of  Consumers  

 

 In  order for  a mark to be reg is tered und er  Art ic le 3,  Paragraph 

2 of  the Trademark Law,  the mark has to be “ recognized by 

consumers as being re lated to goods or services or ig inat ing f rom a 

cer ta in par ty ’s  business. ”  

 

 I t  is  const rued that  “consumers”  under  the said provis ion 

inc lude t raders.   The scope of  “consumers”  can be an issue in the 

determinat ion of  acquired d is t inct iveness.   That  is,  i f  marks appl ied 

for  are known among traders but  not  among end users or general  

consumers,  acquired d is t inct iveness can be denied [e.g. ,  Tokyo High 
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Cour t  Case No. Showa 41 (Gyo-ke) 112 (decis ion rendered on 

February 26,  1970),  Tokyo High Cour t  Case No. Showa 54 (Gyo -ke) 

16 (decis ion rendered on June 29, 1982;  suppor ted by the Supreme 

Cour t  in Supreme Cour t  Case No. Showa 57 (Gyo - tsu) 126, decis ion 

rendered on May 23,  1985) ,  Tokyo High Cour t  Case No.  Showa 56 

(Gyo-ke) 136 (decision rendered on July 15,  1982),  Tokyo High Court  

Case No.  Showa 56 (Gyo -ke) 260 (decision rendered on July 20,  

1982) ] .  

 

In  the subject  case, the p la int i f f  asser ted that  the 

three-dimensional  mark  was recognized among t raders and end users.   

However ,  s ince i t  suf f iced for  the cour t  to  deny  that  the subject  

t rademark  had acquired  d is t inct iveness independent ly f rom the 

two-dimensional  marks,  the cour t  d id not  take up the issue of  the 

scope of  consumers.  

 

 The expression  “a cer ta in par ty ”  under Ar t ic le 3,  Paragraph 2 

is  a concept  that  does not coinc ide wi th  “a specif ic  ( i .e. ,  ‘known’  or  

‘ ident i f ied ’ )  par ty. ”   In  other words,  in order for  a mark  to be 

determined to have acquired d is t inct iveness,  i t  is  not  required that  

consumers actual ly ident i f y the user  of  a mark  that  has been appl ied 

for .  

 

5 .  T iming of  Determinat ion of  Acquired Dist inct iveness  

 

 Appl icat ions contravening Ar t ic le 3 of  the Trademark Law wi l l  

be rejected under  Ar t ic le 15 of  the L aw.   I t  is  according ly const rued 

that ,  in  order for  a mark to be reg is tered under Ar t ic le 3,  Paragraph 2 

of  the Trademark Law,  the mark has to be determined to have 

acquired d is t inct iveness by the t ime at  wh ich the decis ion regarding 

the reg is t rabi l i ty of  the mark is  made by an Examiner  at  the 

examinat ion stage,  or  by a Board of  Tr ia l  Examiners in  a t r ia l  seek ing 

reconsiderat ion of  a f ina l  reject ion [e.g. ,  Tokyo High Court  Case No.  

Showa 42 (Gyo-ke) 99 (decis ion rendered on May 14,  1970)  re lated to 

GOLF,  Tokyo High Cour t  Case No. Showa 47 (Gyo -ke) 68 (decis ion 

rendered on September  17,  1974)  re lated to MILK DONUTS, Tokyo 
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High Court  Case No.  Showa 57 (Gyo -ke)  147 (decis ion rendered on 

February 28,  1984) re lated to AMANDE, Tokyo High Cour t  Case No. 

Showa 58 (Gyo-ke) 156 (decis ion rendered on September 26,  1984)  

re lated to GEORGIA,  Tokyo High Court  Case No.  Showa 57 (Gyo -ke) 

213 (decis ion rendered on October  31,  1984)  re lated to JUICY;  a l l  

ment ioned above] .  

 

 In  the subject  case, s ince the cour t  s imply denied the 

independent ly acquired d is t inct iveness of  the subject  t rademark,  the 

t iming of  the determinat ion of  acquired d is t inct iveness is  not  refer red 

to in  the decis ion.  

 

V.  Out l ine of  Subsequent  Case  

 Fol lowing the Pegci l  case, the Tokyo High Cour t  rendered 

another decis ion denying the d is t inct iveness and acquired 

d is t inct iveness of  a three-dimensional  t rademark appl ied for .  

 

 The p la int i f f  of  the above case f i led an appl icat ion in 1997 for  

the three-dimensional  t rademark set  for th in  Schedule 6 at tached 

hereto wi th respect  to “ lact ic  ac id bacter ia beverages ” in  Internat ional  

Class 29.   The appl icat ion was f inal ly re jected due to lack  of  

d is t inct iveness and denia l  of  acquired dis t inct iveness.  

 

The p la int i f f  f i led a t r ia l  against  the f inal  re ject ion.   However ,  

the Board of  Tr ia l  Examiners d ismissed the t r ia l  as being groundless 

in 2000.   The general  ru le on d is t inct iveness of  three -dimensional  

t rademarks set  for th in  the t r ia l  dec is ion are s imi lar  to that  

establ ished in the t r ia l  dec is ion of  the Pegci l  case and the t r ia l  

dec is ions ment ioned in Paragraph 1 of  Chapter  IV above.   The Board 

of  Tr ia l  Examiners determined that  the t rademark  concerned lacked 

d is t inct iveness under  Art ic le 3,  Paragraph 1,  I tem 3 of  the Trademark 

Law for the reason that ,  regardless of  a somewh at  character is t ic  

shape,  the appl ied -for  mark would s t i l l  be recognized by t raders and 

consumers as merely represent ing the shape of  a conta iner of  the 

designated goods,  not  as a source ident i f ier .  
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 The Board fur ther  denied that  the mark had acquired 

d is t inct iveness.   The mark  in actual use was a combinat ion of  the 

mark appl ied for  and a d is t inct ive two -dimensional  word mark  

“YAKULT.”   The appl icant  f i led cer t i f icates of  publ ic  organizat ions 

and trade associat ions as evidence suppor t ing  the a l leged acquire d 

d is t inct iveness.   However ,  the Board suspected that  the cer t i f iers 

af f ixed s ignatures or  seals wi th the cer t i f icates,  a l l  ent i t led “Request 

for  Cer t i f icat ion, ”  wi thout d iscret ion.   In  view of  the express ion of  the 

cer t i f icates,  the Board fur ther quest ion ed whether  the cer t i f iers  t ru ly 

recognized that  the three-dimensional  t rademark concerned had 

acquired d is t inct iveness by i tse lf .   Based on a quest ionnaire survey,  

the appl icant fur ther asserted that  82.9% people had ident i f ied the 

shape of  the conta iner  f i led for  in  the appl icat ion as having der ived 

f rom the appl icant.   However ,  the Board a lso d id not  adopt the 

quest ionnaire survey for  the reason that  a compar ison of  the 

conta iner  wi th containers of  th ird par t ies was lack ing and that  

respondents may have been led by the words “YAKULT” and “goods 

other than YAKULT” inc luded in the quest ionnaire.  

 

 The court  supported the determinat ion of  the t r ia l  dec is ion.   

The reasons set  for th in  the decis ion are rather br ief .   As for  the 

d is t inct iveness of  the t rademark  appl ied for ,  the court  determined as 

fo l lows:  

 

 “The cour t  ･･･  a lso determines that  ‘ the t rademark  of  the 

present appl icat ion is  somewhat  designed but is  not  recognized to be 

unique in re lat ion to the designated goods.   I t  is  const rued that ,  

s ince the t rademark concerned does not exceed the scope of  a shape 

which can be usual ly adopted,  i t  so le ly consis ts  of  a 

three-dimensional  shape represent ing the shape or  conta iner  of  the 

goods in i ts ent irety. ’   The p la int i f f  asser ts that  the shape of  the 

t rademark of  the present  appl icat ion was completed by a noted 

designer and the ident ica l  shape was reg is tered as a design.   

However ,  the a l leged fact  does not  contradic t  or  overturn the above 

determinat ion ･･･ .   The trademark of  the present  appl icat ion re lates 

to a conta iner  of  the designated goods ‘ lact ic  ac id bacter ia 
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beverages. ’   In re lat ion to three -dimensiona l  t rademarks concerning 

the shape of  the conta iners of  beverages,  such a shape of  conta iners 

basical ly cannot  funct ion as a source ident i f ier  so long as i t  is  chosen 

for  the purpose of  enhancing the funct ions of  the conta iners.   W ith 

respect to the t rademark of  the present appl icat ion,  the p la int i f f  

asser ts  that  the shape of  the conta iner  is  unique in that  i t  has a round 

‘const r ic t ion ’  at  a por t ion s l ight ly above the center ;  the shape of  the 

‘mouth ’  is  ‘ that  of  a feeding bott le ’ ;  because of  the ‘constr ic t ion, ’  the 

d iameter of  the cyl indr ica l  port ion looks b ig and thus the visual  or  

ostensib le s ize is  not  smal l .   However ,  even tak ing the above points  

in to considerat ion,  the t rademark  of  the present appl icat ion is  not  

const rued to have character is t ics beyond t hat  which could be 

expected f rom the method for  product ion,  purpose of  use and 

funct ions of  d isposable p last ic  conta iners ･･･  which are common 

conta iners of  the designated goods of  the present  appl icat ion,  i .e. ,  

‘ lact ic  ac id bacter ia beverages. ’  ･･･  The determinat ion of  the t r ia l  

dec is ion to the ef fect  that  the t rademark of  the present appl icat ion 

fa l ls  under Ar t ic le 3,  Parag raph 1,  I tem 3 of  the Trademark Law is  not  

er roneous. ”  

 

 The determinat ion of  the cour t  regarding acquired 

d is t inct iveness,  a lso br ief ,  is as fo l lows:  

 

 “ In addi t ion to the above determinat ion ･･･ ,  i t  is gathered that  

conta iners having a ‘const r ic t ion ’  s imi lar  to the three-dimensional  

shape of  the t rademark  of  the present  appl icat ion had a l ready been 

used at  the f i l ing date of  the present appl icat ion in re lat ion to many 

lact ic  ac id bacter ia beverages and the l ike of  manufacturers other  

than the p la int i f f  ･･･ .   On the other hand,  there is  no evidence 

conf i rming that  the let ters ‘YAKULT’  were not incorporated in the 

conta iners of  the p la int i f f ’s  goods, i .e . ,  ‘YAKULT’ lact ic  ac id bacter ia 

beverages.  Tak ing the above into considerat ion,  i t  cannot  be 

determined that  the shape per se of  the conta iner  of  the p la int i f f ’s 

goods ‘YAKULT’  had acquired d is t inct iveness even though s imi lar  

beverage goods were marketed subsequent  to the p la int i f f ’s  goods.   

The p la int i f f  obta ined a reg is t rat ion for  a three -dimensional  t rademark  
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consis t ing of  the conta iner  shape of  the t rademark  of  the present  

appl icat ion and the let ters “YAKULT” ･･･ .   The determinat ion of  the 

t r ia l  dec is ion ･･･  can be suppor ted.   There is  no addi t ional  

evidence which suppor ts facts substant iat ing  the pert inence of  the 

t rademark of  the present  appl icat ion to Ar t ic le 3,  Paragraph 2 of  the 

Trademark  Law.   The assert ed grounds for  revocat ion of  the t r ia l  

dec is ion,  which denied appl icat ion of  Art ic le 3,  Paragraph 2 of  the 

Trademark  Law to the t rademark  of  the present appl icat ion,  is  

groundless. ”  

 

 In  th is  case a lso,  the evidence f i led by the p la int i f f  appears to 

have been insuf f ic ient  to prove that  the three -dimensional  t rademark 

appl ied for  had acquired d is t inct iveness independent ly f rom the 

two-dimensional  t rademark used in combinat ion wi th the 

three-dimensional  t rademark.   W here a three -dimensional  t rademark  

appl ied for  is used in combinat ion wi th a d is t inct ive two -dimensional  

t rademark,  i t  may be somewhat  d if f icu l t  to prove d is t inct iveness of  the 

three-dimensional  t rademark acquired independent ly f rom the 

two-dimensional  t rademark.   However ,  i t  should duly be avoided  to 

submit  cert i f icates wi th a low probat ive value as evidence suppor t ing  

the a l leged acquired d is t inct iveness.   Refer r ing to quest ionnaire 

surveys,  i t  is  not  rare that  they are not  adopted by cour ts in  cases 

re lated to the Trademark Law typical ly because of  inappropr iate 

quest ions. 10  I t  is  regret table that  the p la int i f fs of  the above case and 

the Pegci l  case fa i led to f i le  persuasive evidence.  

 

VI .  Conclus ion  

 

 There are normal ly many hurdles to be c leared when 

reg is ter ing a three-dimensional  mark  consis t i ng sole ly of  the shape of  

                                                
10  I t  i s  p o i n t e d  o u t  t h a t  t h e  t h e o r e t i c a l  a n a l ys i s  o f  i s s u e s  i s  l ac k i n g  w i t h  r e s p e c t  t o  

q u e s t i o n n a i r e  s u r v e y s  r e l a t i n g  t o  c as es  u n d e r  t h e  T r a d e m a rk  L a w o r  t h e  U n fa i r  
C o m p e t i t i o n  P r e v e n t i o n  L a w i n  J a p a n .   A c c o r d i n g l y ,  t h e r e  a r e  f e w a r t i c l es  c o n c e r n i n g  
i s s u e s  o f  q u es t i o n n a i r e  s u r v e y s  r e l a t e d  t o  c as e s  a r i s i n g  u n d e r  t h e  a b o v e  L aws .   A n  
e xa m p l e  o f  s uc h  a n  a r t i c l e  i s  “ S u r v e y  Q u e s t i o n n a i re s  i n  T r a d em a r k  C a s es  -  S u r v e y s  
p r i m a r i l y  r e l a t i n g  t o  L i k e l i h o o d  o f  C o n f us i o n ”  wr i t t en  b y  P r o f .  S h o e n  O N O ,  f ro m  p a g e  4 1 9  
a n d  b e l o w f r o m  I n t e l l e c t ua l  P r o p e r t y  L a ws  a n d  Mo de r n  S o c i e t y  -  F e s t s c h r i f t  D e d i c a t e d  t o  
J u d g e  T os h i a k i  MAK I N O u p o n  R e t i r em e n t  f r om  O f f i c e  ( o r  C h i t e k i z a i s a n h o u  t o  
G e n d a i s h a k a i  -  Ma k i n o  T os h i a k i  H a n j i  T a i k a n  K i n e n) .   N o t e  t h a t  t h e  t e x t  i s  wr i t t e n  i n  t h e  
J a p a n e s e  l a n g u a g e .  
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designated goods or the l ike.   I t  is desirable for  appl icants to 

prepare the ground for  arguing acquired d is t inct iveness upon f i l ing an 

appl icat ion for  such a mark ,  especia l ly bear ing in mind the 

above-ment ioned requirements for  i dent ica lness of  the marks and the 

goods or services.   I f  an appl icant has used the three -dimensional  

mark in  combinat ion wi th another d is t inct ive two -dimensional  mark,  

they should prepare evident ia l  mater ia l s that  wi l l  be  suf f ic ient  to  

prove the independent ly acquired d is t inct iveness of  the mark appl ied 

for ,  drawing a c lear  l ine between the appl ied - for  three-dimensional  

mark and the two-dimensional  mark.   In  th is  respect ,  appl icants 

should seek  the advice of  their  at torneys upon f i l ing  an appl icat ion for  

such a mark  in  order  to determine appropr iate tact ics in  an ef for t  to  

successfu l ly reg is ter  i t .  
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Schedule 1  

  

 

 

Schedule 2  
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Schedule 3  

  

Note that  the mark  was f i led in  red and yel low.  
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