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Trends in the Judgment of Inventive Step in Japan and Some
Points to be Noted for Future Reference

The Japan Patent Office (hereinafter referred to as the “JPO”) Appeals Department
published the “Inventive Step Review Meeting Report” in March 2007.

In the opinion of a number of patent practitioners active in the industrial sector and
other areas, the appellate decisions issued by the JPO and court decisions rendered by
the IP High Court concerning the inventive step have been too strict. In view of these
outside opinions, the JPO decided to hold an Inventive Step Review Meeting in July
2006 with the Deputy Director General of the Appeals Department as chairman. The
meeting’s participants consisted of Appeal Examiners from the JPO, patent
practitioners from the industrial sector, attorneys-at-law, and patent attorneys.

At the Review Meeting, reviews of judgments on Inventive Step were conducted
covering a period of about six months, and the review results were summarized and
published in the Report. The publication of the Report is expected to contribute to
greater objectivity and clarity regarding the criteria for judgment of Inventive Step.

An overview of the Review Meeting is given below.



(1) Reviewing Organization

In addition to a meeting of all participants, the different characteristics of the various
technological fields on Inventive Step judgment were taken into consideration, and four
divisional meetings were also established, covering the fields of physics, machinery,

chemistry and electricity.

(2) Cases Reviewed

The reviewing members selected two cases from each technological field from among
finalized appellate decisions affirmed by the IP High courts (or previously, the Tokyo
High Court) in which the court found no Inventive Step, for a total of eight cases (refer
to <Table 1>).

Only cases about which there was some doubt regarding a judgment on Inventive Step
by the courts or Appeals Department (refer to <cases about which some doubts were
raised> below) were selected.

<Table 1= Cases Salected for Reviaw

Case No.2 Admin. Ke) No. 444, 2001 nvalidation N

<Presentation of Cases about which Doubt Existed>

In the identification of claimed inventions, is it not possible to make a restrictive

interpretation of the scope of claims?

In the identification of the cited invention, is it not excessive to require that the

described matters be supplemented with technological common knowledge?

In judging whether features are identical, is it permissible to allow a superordinate

conception?

With respect to design variation matters, what judgment criteria have been
applied?
- Regarding motivation, are the relevance of the technological field and the common

ground of problems recognized too broadly?



- Can favorable effects not be asserted by providing ex post facto proof?

- Why are hindrance factors not recognized?

(3) Review of the Technological Field Section Meetings
In the technological field section meetings, the validity of appellate decisions and court
decisions, problems with the methods used to judge Inventive Step, and the logical

framework of the cases were considered. The results were summarized for each case.

(4) Review of the Full-Member Meeting

The review results for each case completed at the section meetings were then reported
to the full-member meeting, and the problems found in the judgments of Inventive
Steps were systematically organized. Also, matters to be noted in making future
appellate decisions and matters to be noted by applicants and claimants for appeal

were stated.

(5) Overview of review results

All participants agreed that the conclusions were valid for six of the eight cases. Of the
remaining two cases, most of the participants agreed that the conclusion was valid for
the 2nd case, but some disagreed. Opinions were very divided about the 5th case.
The six cases on which the reviewing members agreed were all cases for appeal of a
refusal decision by the examiner, which were subsequently affirmed by the IP High
Court (Note: The rate of affirmance of JPO appellate decisions is nearly 90%; Cf.. The
2nd case was an invalidation trial, where after the JPO rendered a decision sustaining a
trial decision, the high court vacated the decision, and as a result of the 2nd
invalidation trial, the invalidation was finalized. The 5t case was a trial for
correction, but an invalidation trial was instituted before the trial for correction. The
sustaining decision of the JPO was vacated by the high court, and the case was
instituted during the suit against the 2nd trial decision after being remanded.

However, in order for readers to deepen their understanding of the judgment of
Inventive Step in Japan, it is more useful to explain the review results of specific cases
selected in the Report than it is to explain the outline encyclopaedically. Accordingly,
I will introduce an outline of the review results for the cases with an outline of the
appellate decision and judgment, taking an example from the field of physics (Patent
Application No. 2001-337446; which is both a physics case and also an electricity field
case). | personally participated in reviewing this case. This case is interesting in
that a corresponding US patent (US Patent No. 6447090) exists, but the US patent’s



references do not cite publications which are cited in the examination in Japan.
Hereinafter, I will basically explain the implementation cases related to claims based
on the corresponding US patent specification. | would like readers to note that some

items from the Reports, etc. have been edited.

In Japan, the judgment of Inventive Step is generally made in accordance with the
following procedures.
- Identification of claimed inventions
- Identification of cited inventions
- Finding of identical features and differences
- Review of differences (reasoning to deny Inventive Step, including design matters,
motivation, consideration of favorable effect and hindrance factors, etc.)

The appellate decision in this case was rendered according to these basic procedures.

Fig.6A

Fig.6B

1. Overview of Appellate Decision (Complaint

No. 2002-24965)

(2) Identification of claimed inventions

The identification of claimed inventions will generally be made based on the



description of the scope of claims unless there are special circumstances where the
technological significance described in the scope of claims is not unambiguous and is
clearly understandable (<Lipase Decision> (Admin. Tsu) No. 3, 1987, see March 8,
1991, the Supreme Court, 2nd Petty Bench Decision, the Supreme Court Civil Affairs
Case Book Vol. 45, No. 3, P. 123).

The first claimed limitation is as follows.
An ink cartridge configured to be detachably mountable on a printer, the ink cartridge
comprising: a storage unit storing plural pieces of specific information relating to the ink

cartridge and sequentially accessed by the bit unit; wherein the storage unit has a storage

area that comprises a first storage area for storing data not to be updated according to use
of the ink cartridge and a second storage area for storing data to be updated according to
use of the ink cartridge, the first area having a plurality of memory divisions including a

storage capacity of minimum bits required for storage, and the second storage area having

a plurality of memory divisions respectively having a storage capacity of an integral multiple
of eight bits.

In this regard, the underlined parts refer to the limitation of the Japanese claim, which
is not described in the corresponding US claim. It should also be noted that regarding
a first and a second storage area, the names are reversed in the Japanese claim and US

claim.

Descriptions appearing in the US Patent Specification will be

introduced briefly, with drawings attached, as they are related to

matters to be considered hereinafter, with respect to the relevant

implementation examples.- (Structure of Storage Elements 80K

and 80F)

FIG. 11 shows addresses of the control IC 200 seen from the printer main body 100 and the
internal data structure (memory map) of the storage element 80K with regard to items of

information on the black ink cartridge 107K. ..The EEPROMs used for the storage

elements 80K and 80F respectively include the memory cells 81K and 81F, read/write

controllers 82K and 82F that control reading and writing operations of data from and into
the memory cells 81K and 81F, and address counters 83K and 83F that count up on the
occasions of the reading and writing operations of data between the printer main body 100
and the memory cells 81K and 81F via the read/write controllers 82K and 82F in response

to a clock signal CLK, as shown in the block diagram of FIG. 10. The addresses in the

storage elements 80K and 80F are specified by the bit unit.....The memory cell 81K




(storage element 80K) has addresses 00 through 18, which are allocated to a readable and

writable storage area 650, and addresses 28 through 66, which are allocated to a read only

storage area 660. In this embodiment, a piece of information on the remaining quantity of

black ink is registered at the address 00 in the memory cell 81K having a data length of 8

bits. ....Pieces of information relating to the manufacture of the black ink cartridge 107K are

stored at specific addresses that respectively occupy the minimum bits required for storage

(storage capacities). ...The correlation between the addresses in the storage elements 80K

and 80F and the addresses in the control IC 200 (the print controller 40) are described
briefly with reference to FIG. 13. Data is stored in units of 1 byte in the control IC 200,

whereas data is stored in units of 1 bitin the storage elements 80K and 80F. In the control

IC 200, an area of 1 byte is accordingly allocated even to

data having a length of less than 1 byte. In the storage elements 80K and 80F, on the

other hand, only the minimum bits required are allocated to each piece of data, so that

there is no vacancy in the data area.

- (Reading Operation from Storage Elements 80K and 80F)
... The specific number of clock pulses corresponds to a desired address, which is output

from the print controller 40 and which
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Fig.13

the print controller 40 requires in order to gain access to and read data. In this address

conversion process, the control IC 200 converts a first address *Adf and an end address

*Ade in a desired range of addresses (bit data) in the memory cells 81K and 81F, ...into the

corresponding numbers of clock pulses. The control IC 200 successively outputs (*Adf-1)

clock pulses and (*Ade-*Adf) clock pulses to the storage elements 80K and 80F. The

address counters 83K and 83F in the storage elements 80K and 80F increment the

address by the bit unit at a timing of a fall of the clock signal CLK. ...The data stored in the

storage elements 80K and 80F are output to a data bus at the timings of the fall of the clock
pulse. ...The read-out data are serial data expressed by the bit unit, so that the control IC
200 converts the bit data to the byte data...

- (Effects of First Embodiment)



This arrangement enables the limited storage capacities of the storage elements 80K and

80F to be utilized effectively. ...This arrangement ensures the efficient storage of more

pieces of information in a fixed storage capacity.... the inexpensive EEPROM, which carries

out only the sequential access, is applied for the storage elements 80K and 80F ... Such

application desirably reduces the cost of the expendable ink cartridges 107K and

107F. ...the readable and writable storage areas 650 and 750 are located at addresses that

are _sequentially accessed prior to the read only storage areas 660 and 760 in the

respective storage elements 80K and 80F...this arrangement ensures completion of the
writing operation of data before the power plug is pulled out of the socket.

The underlining has been added by the author for emphasis (the same practice shall
apply hereinafter).

The summary of the implementation examples by the author, paying attention to these
descriptions, is as follows.

EEPROM of the bit sequential type is used for a storage element of an ink cartridge, and a
storage area of the storage element is divided into the R/W area and R area and they are
arranged so that the R/W area is first accessed. The data requiring renewal, including the
remaining quantity of ink, etc., is stored in the R/W area in units of several bytes and the
data not requiring renewal, including the manufacturing date, etc., is stored in the R area in
the minimum bits required. With respect to why data requiring renewal is stored in units of
several bytes instead of units with the minimum bits required, it is assumed that the method
in the implementation example is employed as a result of balancing demerits, as the
controller receiving and processing this data is basically a byte machine, and if the renewal
data is not prepared in byte units, special processing would be necessary to send data
while referring to the bit length of the data requiring renewal in writing this data to the R/W

area.

(2) Identification of Cited Invention
The cited publication is the official gazette of the published, unexamined Japanese
patent application, No.Hei-2-279344, distributed before the priority date of the present
application. As a corresponding US patent exists (US Patent No. 5049898), its main
points will be enumerated as extracted from the trial decision, on the basis of the
description in the corresponding US Patent Specification.

- The present invention relates to printing assemblies, such as ink jet printheads...

- Affixed to the housing of printhead 12 is the memory element 14 which may

comprise, for example, a strip of magnetic media, a semiconductor memory...

Stored in this memory is data relating to the printhead. Such information...may



characterize some operational characteristic(s) of the printhead (i.e. ... ink color,
ink level ..., etc.). This data can then be read from the printhead and used or
displayed as desired.

- Coupled to the output of the signal generator circuit 38 is a monitoring circuit 42
that counts the number of ink droplets the printhead is instructed to print. This
count is related directly to the quantity of ink consumed by the printhead during
a given printing task. The memory 14 on the printhead desirably has a datum
thereon that indicates the relative quantity of ink remaining in the ink
chamber. ... The count tallied by the monitoring circuit 42 can be used to
periodically update this datum.

- The printer’s volatile memory 46 is thus updated continuously by its monitoring

of signals provided to the printhead; the printhead’s magnetic strip memory 14 is

updated periodically (i.e. each time it passes the read/write head) by transfer of

the datum from memory 46.

- If the printhead is removed from the printer and used in another printer, the
datum indicating its remaining charge of ink travels with the printhead to the
new printer.

From the above description, we can read in the cited publication that memory element
14 is provided in the printhead of the ink-jet printer, and in the memory element 14,
the non-renewable data “ink color” and renewable data “ink level” are housed.

During the appeal decision, the invention (cited invention) described in the cited
publication was located, taking into consideration the above description (in particular,
the underlined parts) and the structure of the printhead 12 (description of which is
omitted).

(3) Finding of identical features and differences

In the appeal decision, four differences between the invention described in the 1st claim

and the cited invention are enumerated, but the differences which were regarded as

points of contention in the action for cancellation of the appeal decision are the three
set forth below.

1) While “a storage unit” of the former invention means storage equipment which is
sequentially accessed by a one (1) bit unit (although in the latter, semiconductor
memory is illustrated as “a storage unit,” since it is unclear what kind of structure
is employed for said semiconductor memory), it is not certain whether or not “the
storage unit” of the latter invention is likewise storage equipment which is

sequentially accessed by a one (1) bit unit.



2) While the non-renewable data is stored in the minimum bit data size required for
storage of each piece of data in the storage unit of the former invention, it is not
clear in what data size the non-renewable data is stored in the “storage unit” of the
latter invention.

3) While in the storage unit of the former invention, renewable data is stored in a data
size that is an integral multiple of 8 bits, it is not clear in what data size the

renewable data is stored in the “storage unit” of the latter invention.

(4) Review of Differences

1) Concerning the point that a storage unit is “storage equipment sequentially accessed
by a one (1) bit unit”:
It is a widely-known technique to adopt serial access-type memory in an ink
cartridge in a printing machine to store data about the remaining quantity of ink.
In the cited publication, semiconductor memory is illustrated as memory element
14 and the widely known serial access-type memory is one type of semiconductor
memory. Therefore, it is merely a conversion of universally known technology to
adopt serial access-type memory for “a storage unit” of the invention as described in
the cited publication. It is obvious to those skilled in the art that storage
equipment may be of a type accessed by a one(1) bit unit and of a type accessed by a
several bit unit, such as 8 bits, in inputting and outputting data. Therefore, in the
invention described in the cited publication, the type of storage equipment to be
used and accessed, and by what type of unit, is merely a design matter to be
determined by those skilled in the art, taking into consideration cost and processing
speed, etc.

2) The point that non-renewable data is stored in the minimum number of bits
required for storage of each piece data in “the storage equipment.”
Where multiple pieces of data of different sizes are stored in the storage equipment,
there are two widely-known techniques: to store each piece of data having a data
size with the same length (generally referred to as “Fixed Length Data”), and to
store each piece of data having the minimum data size required for each piece of
data (generally referred to as “Variable Length Data”).
From the descriptions of the invention in the cited publication, it is not clear which
technology is adopted in storing the nonrenewable data, but the choice of
technology is merely a design matter to be determined by those skilled in the art,
taking into consideration cost and processing speed etc.

3) The point that renewable data is stored in a data size which is an integral multiple
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of 8 bits in “a storage unit.”

Those skilled in the art should determine what data size should be used for stored
data, taking into consideration the capacity of the storage unit and the minimum
bits required for storing the data, etc. This is merely a design matter unless a
particular technological effect is generated by the use of a particular data size. In
the present application, the relationship between the processing unit of the CPU,
which accesses the storage equipment in the ink container, and the data size of
renewed data stored in the storage equipment is not defined. In light of this, and
considering that no technological effect is generated by setting the data size at a bit
length which is an “integral multiple of 8 bits” for renewable data as described in
the 1st claim of the present application, the scope of the invention in the 1st claim of
the present application is recognized to be beyond the scope of the effect asserted by
the applicant.

Therefore, as no particular technological effect is generated by the choice of data
size in the invention described in the cited publication, the size of the stored data is
merely a design matter for those skilled in the art to determine, taking into
consideration the storage capacity of a storage unit and the minimum bits required

for storing the data, etc.

2. Assertion of Plaintiff, judgment in the suit against the appeal decision and the
review results at the Inventive Step Review Meeting

The judgment of the appellate decision on the differences set forth in 1) through 3)

above were the issues under discussion at the Inventive Step Review Meeting. Since

the assertions of Plaintiff on each point of contention partly overlap, |1 will introduce

the judgment of the court and the reviewing results of the Inventive Step Review

Meeting after organizing several points.

A. Storage Area and Division of Storage Area

(A-1) Assertions of Plaintiff

In sequential access, the access order is determined on the basis of storage area, and
therefore the storage area is a very important concept in sequential access. However,
in the cited publication, no disclosure or suggestion was made that the storage area is
divided on the basis of renewability.

The following characteristics of the invention from the present application invention
differ from those of the cited invention: a) placing focus on the renewability of the data

as well as b) dividing the storage area between data stored in “the data size of an

11



integral multiple of 8 bits” and data stored in “the data size of the minimum bits

required for storing data.”

(A-2) Judgment of the Court

With regard to the scope of the patent claims, only the type of data stored (whether it is
renewable) and the data size are specified in relation to the 1st and 2nd storage areas,
and the arrangement and structure of the 1st and 2nd storage areas are not specified.
Therefore, it is impossible to conclude that the 1st and 2nd storage areas are designed
with a particular arrangement or structure in the present invention. It is likewise
impossible to assert that storage equipment sequentially accessed by a one (1) bit unit
is designed with a particular arrangement or structure. In fact, all that can be
determined about the division of the storage area is that it exists corresponding to the

type of stored data.

(A-3) Review Results at the Inventive Step Review Meeting

Regarding the judgment that “the 1st and 2nd storage areas are not recognized as being
designed to have a particular arrangement and structure” and “division of storage area
is not included in its composition,” there was an opinion that cast doubt on the
determination that the courts and the JPO cannot make a limited interpretation of the
claims, against the assertion by the applicant (claimant for appeal) that a limited
interpretation should be applied on the basis of the description in the specification.
However, with respect to the description in the claims, this case does not fall into the
category with cases where we have to take into consideration the special circumstances
of the Lipase decision or “the definitions or explanations in interpretation of the term”
described in the judgment standards. Since there was no reason to make a limited
interpretation of the claims, we had to conclude that the applicant’s assertion was
unreasonable.

There was also some controversy over the applicant’s assertion that the division of the
data storage area into “renewable data” and “non-renewable data” is the novelty of this
invention. The appellate decision and the judgment did not address this point. We
reached the conclusion that this assertion was groundless because it was made on
assumption that the claims should be restrictively interpreted as “dividing the storage

area”, and there was no reason for a restrictive interpretation of the claims.

B. On adoption of storage equipment sequentially accessed by a one (1) bit unit
(B-1) Assertions of Plaintiff

12



No description of “storage equipment sequentially accessed” was made in any of the
widely-known examples enumerated in the trial decision.

Before the date of assertion of the priority right of the present application, we were in a
development environment in which random access memory was widespread, but
technological information about sequential access memory was difficult to obtain. The
function of the storage equipment in the present invention application, which is
sequentially accessed by a one (1) bit unit, can be accomplished by random access
memory. It is therefore not reasonably conceivable for one skilled in the art to adopt

sequential access memory by customization.

(B-2) Judgment of the Court

As “storage equipment sequentially accessed” and “serial access memory” are different,
it must be concluded that there was an error in the process by which the trial court
reached its judgment.

However, in the appellate decision, the court judged that the subject invention’s
composition was easy to conceive after identifying that the “storage unit” described in
the present application was storage equipment sequentially accessed by a one (1) bit
unit.

As “storage equipment sequentially accessed by a one (1) bit unit” was a well-known
technology, we cannot say that those skilled in the art would have required particular
creativity to use technology as widely-known as that used in the “storage equipment” of
the cited invention. It cannot be said that the 1st and 2nd storage areas are designed
with a particular arrangement or structure in the present invention. In light of this,
it cannot be argued that it is difficult to conceive of the use of storage equipment
sequentially accessed by a one (1) bit unit because of a unique structure or
arrangement of the 1st and 2nd storage areas in the present invention.

It cannot be said that we were in a development environment in which technological
information about sequential access memory was difficult to obtain. Even if random
access memory is widespread and the function of sequential access memory can be
accomplished by random access memory, as there is no technological creativity involved
in the adoption of a widely-known technology such as sequential access memory, the

assertion of the Plaintiff cannot be sustained.
(B-3) Review Results at the Inventive Step Review Meeting

There was an opposing opinion concerning the fact that the judgment described many

technologies concerning memory as widely-known technologies. These participants
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believed that with respect to the judgment that found “storage equipment sequentially
accessed by a one (1) bit unit” to be widely-known technology, printer technology and
memory technology have little relation to each other, and one skilled in the art in the
printer field is not necessarily familiar with memory technology. On the other hand,
there was an opinion that “sequential access memory in one (1) bit units” has been
applied to many products regardless of the technological field, and can be said to be
universally known, and therefore familiar to one skilled in the art in the printer field.

In addition, the judgment recognized a “storage unit sequentially accessed by a one (1)
bit unit” as the basis of the level of technology known to one skilled in the art, and that
one skilled in the art does not require any particular creativity to use a “storage unit
sequentially accessed by a one (1) bit unit” in the cited example. Because of this, and
judging from the fact that effective arguments or proof were not introduced
maintaining that a “storage unit sequentially accessed by a one (1) bit unit” was unable
to be used on the basis of the knowledge and ability of one skilled in the art in the field
of printer technology, we believe that such an opposing opinion would not have been
accepted in the action for cancellation of a trial decision suit even if it had been

asserted.

C. On particular effects based on the relationship between the existence of renewal of
data and data size

(C-1) Assertion of Plaintiff

In the present invention, it is decided whether to store data in a “data size of an

integral multiple of eight (8) bits” or a “data size of the minimum bits required for

storage of the data” based on whether the data is renewable. The composition of the

method used to switch between these plural storage methods based on such a

distinction cannot be called a design matter.

The present invention dares to incorporate the mixing of the storage areas for data

stored in an integral multiple of eight (8) bits (which is not conducted in the usual

design) and data in the minimum bits required for storage of the data. As a result, it

generates the particular effects of compatibility between speedy data processing and

low memory consumption.

In the present invention, data in an integral multiple of eight (8) bits on the printer

side can be transferred to memory without any change.

As a result, because the data can be transferred to the memory without changing the

data size on the printer side, the time required for processing changes in data size can

be eliminated, and errors as a result of this processing can be prevented.

14



(C-2) Judgment of the Court

It is well-known that data is stored in a “data size of the minimum bits required for
storage of the data” and in a “data size of an integral multiple of eight (8) bits.” Data
sizes stored in the storage equipment are not necessarily unified, and it is a
widely-used technology to store data with different sizes in the same storage
equipment as appropriate.

Whether it is renewable data or not, in order to store the data accurately in the storage
equipment, it is clear that it is necessary to determine the size of each piece of data.

As is the case with the implementation example, if a composition is employed in which
data is housed sequentially in each address along with the areas with the minimum
bits, it is recognized that the effects described by the Plaintiff are generated by this
more efficient housing. It is clear that this effect is not generated by the switching of
data sizes depending on the renewability of the data, but is instead generated only by
housing data on the basis of the size of each piece of data. Therefore, since there is no
particular technological significance in switching the type of data size based on the
difference in data renewability, it cannot be said that it is difficult for an entrepreneur
to conceive of the said composition.

With regard to the scope of the patent claim (Claim 1) in the present invention, in
relation to the 1st and 2nd storage areas, only the type of data stored (existence of
renewal) and the data size are specified, and the relationship between the storage area
and renewable processing is not specifically described. It is therefore not specified in
the scope of the patent claim that the storage area used for data with a size of an
integral multiple of eight (8) bits is the writing area requiring speedy processing.
Likewise, the storage area used for data with a size of the minimum bits required for
storage of the data is not designated as the writing area requiring reduction of memory
consumption rather than speedy processing.

For these reasons, the manner of data transfer is not a structural element of the

present application invention.

(C-3) Review Results at the Inventive Step Review Meeting

Concerning the judgment holding that storage in the “data size of the minimum bits
required for storage of the data” and storage in the “data size of an integral multiple of
eight (8) bits” are widely known, a doubt was raised regarding the analogy of printer
memory to the abbreviated dialing of a FAX machine, because the technological fields
are so different. On the other hand, there were opinions that if the products using

these types of memory are different, but there is no difference in the memory itself or
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in the function of the storage unit, it is acceptable to use FAX machines as an example
of the fact that these types of memory are widely used technology, and that it is natural
to pack a by-bit unit in a package to use memory more efficiently. We reached the
conclusion that the judgment, which determined that said widely-known technology is
at the level of basic knowledge of those skilled in the art, was appropriate.

The court also determined that the effect of “compatibility of speedy data processing
and small quantity of memory consumption” and “the ability of data in a data size of an
integral multiple of eight (8) bits on the printer side to be transferred to memory
without change” asserted by the Plaintiff were not significant. We also came to the
conclusion that this judgment was appropriate.

- It is not described in the claim that the address comes first in the 2nd storage area
(storage area for renewable data).

- The claim and specification do not describe a clearly understandable merit (effect) of
the “division of storage area”.

- Control on the printer side is also relevant to data renewability, and since the
control on the printer side is not specified in the claim and only “ink container” is
specified, the effect cannot be approved.

- “Speedy data processing” is an effect not based on the claim and “small quantity of
memory consumption” is merely an effect of the widely known technology.

In any event, we agreed with the finding that no assertion of favorable effect is
supported by the description in the claim.

There was an opposing opinion that if the claim is read, taking into consideration the
purpose and effect described in the specification, the “division of storage area” asserted
by the plaintiff can be read into the description in the claim. However, since there is
no reason to interpret the claim restrictively, such an opinion seems unreasonable.
Setting the data size depending on the type of data is a matter naturally considered by
one skilled in the art of designing memory. We could not find any particular
technological significance in switching the data size depending on data renewability in
the description in the specification, and we therefore came to the conclusion that this is
unavoidably determined as a design matter.

On the other hand, there were opinions that if part of the composition of the invention
is determined as a design matter, there is no way to refute the determination, or it is
unpersuasive unless it is explained in the literature that it is a design matter by
suggestion or motivation. However, whether a claim is in fact a design matter should
be considered without suggestion or motivation from the literature in connection with

the specific application of technologies, and the existence of operations or functions
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that exceed the level of a design matter is sufficient to prove that point.

Although they are not directly related to the judgment on the Inventive step in this
case, with respect to the claim in this case, the following matters were pointed out at
the Inventive Step Review Meeting.

The claim only describes the composition of the “ink container” and as the applicant
asserted the effect of the operation of the “controlling system” including the printer, it
seems that it is unreasonable to assert Inventive Step. Applicant might have wanted to
acquire the right not as the system combining an ink container and printer, but as an
“ink container” which is transacted as a single item, but there remains a doubt as to
whether the composition of the ink container alone was precisely described in the claim

in relation to the operational effects it produces.

As stated above, | have introduced the results of the reviews of specific cases. Based on
our review, we believe that the claim could have been patented in this case, if it had
been specified that the storage area is divided into a 1st storage area and a 2nd storage
area, and that the address of the 2nd storage area (the storage area for renewable data)
is on top.

Based on this example, if a court determines that a composition sufficient to generate a
particular operational effect was not described in the claim, it will not be approved
even if a superior operational effect is asserted as compared to the cited invention, and
the court is likely to determine that it is a universally known technology or does not
have an Inventive Step because it is a design matter. Therefore, in order to assert
that a particular operational effect is generated, which is different from the cited
invention, it is necessary to elicit a particular effect naturally from the composition
described in the claim, and it is important to make an appropriate correction in
response to an Office Action, including a notice of refusal. In decisions of refusal issued
due to an inadequate correction, the failure ratio of Plaintiffs in actions for cancellation
of a trial decision reviewing the examiner’s decision is nearly 90%. In the interest of
avoiding risk, it is important to make a divisional application at the time a trial is
requested. In particular, as a result of the recent amendment to the Law, the time
limitation on the filing of a divisional application was relaxed for applications filed
after April 2007, and a divisional application is now acceptable within the prescribed
time from the decision of refusal. It is now possible to make a divisional application
only, without having to request a trial after receiving a decision of refusal, and if this is

actively used, it is expected that it will significantly mitigate the risk of final refusal.
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For your reference, it is expected that the tendency in the United States will be to
recognize widely known matters and technological common knowledge more broadly in
the near future as a result of the Supreme Court decision, KSR v. Teleflex. The CAFC
itself, in the In re Kahn decision and the DyStar decision, tried to relax the stringent
application of “TSM (teaching, suggestion, motivation to combine)” standards before
KSR v. Teleflex by taking TSM into account in advance. For example, in the Teleflex
decision by the CAFC, the same problem was required for motivation in combination,
but in the Kahn decision, it was stated that general problems are sufficient and it
seems that proof of motivation will become easier. In the DyStar decision, it was
pointed out that the motivation test not only allows, but requires consideration of
widely-known matters and technological common knowledge from the viewpoint of
those skilled in the art. This shows a commonality with the judgment of Inventive Step
in Japan.

In judging an Inventive Step, based on a global trend which recognizes consideration of
widely known matters and technological common knowledge more broadly, | believe
appropriate descriptions in the claim, which will assert a significant difference between

the claimed invention and a cited invention, will be greatly expanded in the future.

Makoto Ueda (Mr.);

Patent Attorney of the Patent Division
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