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organisms and genes.
Medical use, including second medical 

use, of a known compound is patentable. 
New plant varieties and animals may 
be patented provided that all of the 
requirements for patentability are complied 
with.

Any invention that is liable to damage 
public order, morality or public health 
shall not be patented. An example of such 
invention is “humans produced through 
genetic manipulation”.

 
Can inventions covering software be 
patented?
A computer program is patentable as a 
software-related invention if information 
processing by the computer program is 
concretely realised by using hardware 
resources. Claims for such a software-
related invention can be drafted as either 
method claims or product claims (eg, 
system claims, computer-readable storage 
medium claims or computer program 
claims).

Can inventions covering business 
methods be patented?
A business method using a computer 
program is patentable as a software-related 
invention if information processing by the 
computer program is concretely realised 
by using hardware resources. A business 
method that is based merely on created 
rules and does not use a computer program 
is not patentable.

Are there restrictions on any other 
kinds of invention?
No other restrictions on inventions exist.

Does your jurisdiction have a grace 
period? If so, how does it work?

Japan is a key jurisdiction for patenting. In 
2014, 325,989 patent applications were filed 
with the Japan Patent Office (JPO), while 
227,142 patents were granted. Further, the 
Japanese patent examination and litigation 
processes are known to be reliable and 
expeditious.

What are the criteria for patentability in 
your jurisdiction?
In order to be patented, an invention must 
be new, involve inventive step and be 
capable of industrial application.

An invention is novel if it has not been 
disclosed anywhere in the world before 
filing the application. An invention involves 
inventive step if, at the time of filing, a 
person ordinarily skilled in the art would 
have been unable to make the invention 
easily based on disclosure of the prior 
art. Examples of industrially inapplicable 
inventions are methods of surgery, therapy 
or diagnosis of humans. 

Japan has adopted the first-to-file system. 

What are the limits on patentability?
The following cannot be classed as 
inventions:
•	 laws of nature as such;
•	 mere discoveries unrelated to creativity;
•	 those that are contrary to a law of 

nature;
•	 those that do not utilise a law of nature;
•	 those deemed not to be technical ideas; 

and
•	 those that clearly cannot solve the 

problem by any means presented in a 
claim.

If something exists in nature but must 
be isolated artificially, it can constitute 
patentable subject matter – for example, 
isolated chemical substances, micro-
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A party which is unhappy with the JPO’s 
decision can file suit at the IP High Court.

How can a patent office decision be 
appealed in your jurisdiction?
An applicant can appeal a rejection by an 
examiner to the JPO Appeal Board. If an 
amendment of the claim is filed alongside 
an appeal, the primary examiner will first 
re-examine the patent application to 
consider the amendment. If the examiner 
still finds that the application should not 
be allowed, it will be reviewed by the JPO 
Appeal Board, which typically consists of 
three appeal examiners. The applicant can 
appeal the board’s decision by filing suit 
before the IP High Court.

An IP High Court judgment can 
be filed with the Supreme Court in its 
discretionary capacity, as designated by 
the Civil Procedure Code. However, the 
Supreme Court will hear only very limited 
cases which involve, for example, an 
important issue on legal interpretation of 
the Patent Act.

How long should an applicant expect to 
wait before being granted a patent and 
what level of cost should it budget for?
The JPO will examine a patent application 
only once a request for examination has 
been filed. An applicant has three years 
from the filing date to file such request. 
After filing, a first office action will be 
received from the JPO around one year 
later. Accelerated examination, including 
the Patent Prosecution Highway, is also 
available in Japan.

The budget for a patent case depends 
heavily on its complexity, but in general a 
case will cost between Y600,000 and Y1.5 
million, including attorneys’ and official 
fees.

 
What are the most effective ways for 
a patent owner to enforce its rights in 
your jurisdiction?
The most effective way for a patent 
owner to enforce a patent right is through 
civil litigation. Mediation or arbitration 
proceedings may also be considered. 
Alternatively, a patent owner can apply 
to the Customs Office for an import 
suspension against counterfeit goods, 
including patent infringements.

What are the stages in the litigation 
process leading up to a full trial?
In Japan, although it is not required to 
send a warning letter to begin patent 
infringement litigation, this is common 
practice because it is considered prudent to 

Yes. Japan has a six-month grace period 
after initial disclosure. Such disclosure 
may be:
•	 made public through actions of a 

person with the right to obtain a 
patent; or 

•	 disclosed against the will of the person 
with the right to obtain a patent. 

Such disclosure does not form part 
of the prior art, provided that all formal 
requirements are complied with.

A patent application must be filed with 
the JPO or as a Patent Cooperation Treaty 
(PCT) application within six months of 
disclosure. This means that if a priority 
non-Japanese application is filed within 
the six-month grace period and a PCT 
application is subsequently filed after the 
six-month period claiming priority, the 
application cannot benefit from the grace 
period. 

What types of patent opposition 
proceedings are available in your 
jurisdiction?
A post-grant opposition system was 
reintroduced on April 1 2015. An 
opposition proceeding has advantages over 
an invalidation trial for a third party, such 
as lower cost and the ability to take action 
anonymously. Anyone can oppose a granted 
patent within six months of publication of 
the granted patent. Opposition is generally 
conducted by documentary examination. 
The patentee may be given an opportunity 
to narrow the scope of claims.

Double jeopardy does not apply 
between the opposition and invalidation 
trial. Therefore, even if an opponent loses 
in opposition, it is possible to use the same 
prior art and grounds in an invalidation 
trial. If a patentee receives an unfavourable 
decision, it can file suit with the IP High 
Court to revoke the JPO’s decision.

Are there any other ways to challenge a 
patent outside the courts?
Any interested party can challenge the 
validity of a patent by filing an invalidation 
trial with the JPO. The grounds for 
invalidation are similar to the grounds for 
an examiner’s rejection of an application. 
In an invalidation trial, the patentee 
will always be given an opportunity to 
narrow the claims through correction to 
avoid invalidation of the entire patent. In 
principle, an oral proceeding is held after 
both parties have submitted arguments 
and exhibits. Usually, a decision in an 
invalidation trial is issued around one year 
after filing. 
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are four specialised IP divisions, with 16 
judges and seven judicial research officials 
who help judges to understand complex 
technical matters. The judicial research 
officials are former JPO examiners or patent 
attorneys in private practice. At the Osaka 
District Court, there are two specialised IP 
divisions, with five judges and three judicial 
research officials.

The IP High Court has jurisdiction over 
all patent cases appealed from the Tokyo 
and Osaka District Courts. The IP High 
Court has four divisions, with 18 judges and 
11 judicial research officials.

Are cases decided by one judge, a panel 
of judges or a jury?
Patent infringement cases are decided by a 
panel of three judges at each of the district 
court and the IP High Court. The IP High 
Court has a system of grand panels, which 
consist of five judges: the four division 
heads plus one judge who is actually 
handling the case. There are no juries in 
patent infringement cases.

What role do expert witnesses play in 
the proceedings?  
Each party can select independent experts 
to provide written evidence to the court.

The courts also have a system of expert 
advisers. Expert advisers such as academics 
help judges to understand the relevant 
technical issues. They can participate in a 
preliminary infringement hearing.

Does your jurisdiction apply the 
doctrine of equivalents and if so, how?
Yes. A Supreme Court decision handed 
down in 1998 held that infringement may 
be found under the doctrine of equivalents, 
in consideration of five issues: 
•	 The different element is not an essential 

feature of the claimed invention; 
•	 The claimed invention achieves the 

object and effect of the invention even 
after the different element is replaced 
with a feature in the relevant product/
process; 

•	 The replacement would have been 
obvious to a person with ordinary 
skill in the art to which the invention 
pertains when the relevant product/
process was made; 

•	 The relevant product/process is not 
identical to or obvious from the prior 
art; and 

•	 The relevant product/process does 
not correspond to one that was 
intentionally excluded from the claims 
during prosecution of the patent 
application. 

conduct negotiations before going to court.
In case of patent infringement, the 

plaintiff bears the burden of proof. 
Extensive discovery is not available in Japan 
and thus it is preferable for a plaintiff to 
obtain sufficient evidence of infringement 
before filing suit.

An infringement proceeding is usually 
divided into two stages:
•	 examination of infringement and, if 

contested, validity of the patent; and 
•	 consideration of damages.

In many cases, infringement and 
validity are key issues. The court’s 
preliminary impression on infringement 
and validity is then shown to both parties 
before the consideration of damages. If 
the court finds that the patent is non-
infringing or invalid, it will terminate the 
proceedings. If the court finds that the 
patent is infringing or valid, it will go on to 
determine damages.

Once the case is closed, the court will 
set a date for issue of its decision. 

Usually, the court suggests that the 
parties negotiate a settlement. If the parties 
agree to negotiate, the court can conduct a 
mediation-like process. 

What scope is there for forum shopping?
Of the 50 district courts in Japan, under 
the Civil Procedure Code only two have 
special jurisdiction in patent infringement 
cases. If district courts in the eastern 
part of Japan have ordinary jurisdiction 
in a case, the Tokyo District Court has 
sole jurisdiction. For the western part of 
Japan, the Osaka District Court has sole 
jurisdiction.

How easy is it for defendants to delay 
proceedings and how can plaintiffs 
prevent them from doing so?
It is difficult to delay proceedings without 
good reason, due to the active involvement 
of the district court in managing the 
litigation process.

The plaintiff must specify the cause of 
action. To delay proceedings, the defendant 
may put forward arguments regarding 
the vagueness and inaccuracy of such 
specification in the complaint.

What level of expertise can a patent 
owner expect from the courts?
A limited number of judges at the 
specialised divisions and courts handle 
patent infringement cases. This means that 
patent infringement cases are conducted 
efficiently from trial level to appellate level.

At the Tokyo District Court there 
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Punitive damages are not available. 
The Supreme Court has held that such 
damages would contravene public policy by 
blurring the separation of civil and criminal 
penalties.

How common is it for courts to grant 
permanent injunctions to successful 
plaintiffs and under what circumstances 
will they do this?
If the court finds in favour of the plaintiff, it 
will issue an injunction, unless the term of 
the patent has expired.

If the plaintiff requests in the complaint 
that the court declare an injunction to 
be executable temporarily, the district 
court decision can be executed even if the 
defendant appeals. The defendant must 
file a petition to suspend such temporary 
execution while posting a bond to the 
district court.

How long does it take to obtain a 
decision at first instance and can this 
process be expedited?
Proceedings before the district courts take 
around 12 to 18 months. Generally, it is not 
possible to expedite the process, as the 
court usually examines infringement and 
invalidity in great detail.

Under what circumstances will the 
losing party at first instance be granted 
the right to appeal? How long does an 
appeal typically take?
Any party which is not satisfied with a 
court decision can appeal to the IP High 
Court. IP High Court proceedings take less 
than one year on average and are faster than 
proceedings before the Tokyo or Osaka 
District Court.

 Although invalidity of claims can be a 
defence in the court proceedings, any 
decision on validity is binding only on the 
parties to the case 

Are preliminary injunctions available? 
If so, under what circumstances?
It is possible to file a petition for 
preliminary injunction either before formal 
court proceedings or together with formal 
court proceedings, if there is a need for an 
immediate remedy.

How are issues around infringement 
and validity treated in your 
jurisdiction?
In addition to filing an opposition or 
invalidation trial before the JPO, an alleged 
infringer can claim validity of the patent 
before the court. Although invalidity 
of claims can be a defence in the court 
proceedings, any decision on validity is 
binding only on the parties to the case. In 
an opposition or invalidation trial before 
the JPO, a patent right can be invalidated 
for all parties.

What are the typical remedies granted 
to a successful plaintiff?
Typical remedies for infringement are 
injunctions and compensation for damages. 

How are damages awards calculated? 
Are punitive damages available?
The Civil Code sets out general provisions 
on damages. However, it is generally 
difficult to establish clear causation 
between infringement and damages 
under the general provisions for damages 
calculation. Thus, the Patent Act provides 
three ways of calculating damages: 
•	 Article 102(1) – calculated by 

multiplying the number or amount of 
products that the infringer sold by a 
marginal profit that the patentee might 
have enjoyed; 

•	 Article 102(2) – calculated on the 
basis of the profits that the infringer 
earned in connection with infringing 
acts, which can be presumed equal 
to the damages that the patentee 
suffered; or

•	 Article 102(3) – calculated on the 
basis of a reasonable royalty, even if 
the patentee does not use the patented 
invention. 
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